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06/09/2022 547  ORAL ORDER: The Court, having reviewed the portion of Plaintiffs' Daubert motion
seeking to exclude certain opinions of Defendant's technical expert John Roche,
("Motion"), (D.I. 405), and the briefing related thereto, (D.I. 407 at 36-46; D.I. 429 at 36-
47; D.I. 436 at 18-24), and having considered the relevant legal standards, see 360Heros,
Inc. v. GoPro, Inc., --- F. Supp. 3d ---, 2021 WL 5050879, at *1-2 (D. Del. Nov. 1, 2021);
Personal Audio, LLC v. Google LLC, Civil Action No. 17-1751-CFC-CJB, 2021 WL
5038740, at *1-2 (D. Del. Oct. 25, 2021), hereby ORDERS that the Motion be
GRANTED-IN-PART and DENIED-IN-PART as follows: (1) With regard to Plaintiffs'
challenge to Mr. Roches "multi-mode detector" written description opinion, (D.I. 407 at
36-37), it is DENIED. Plaintiffs' argument is that Mr. Roche's opinion in this regard is
irrelevant because it is not tied to the limitations in the asserted claims. (Id.; D.I. 436 at
18) In response, Defendant explained that Mr. Roches opinion is relevant in light of
Defendant's contention that every asserted claim is invalid for lack of written description
because the specification does not show possession of the full breadth of the asserted
claims. (D.I. 429 at 36-37; see also D.I. 408, ex. 11 at para. 137) At this stage, the Court
cannot say that Mr. Roche's "multi-mode detector" written description opinion is
irrelevant to any issue in the case.; (2) With regard to Plaintiffs' challenge to Mr. Roche's
enablement opinion, (D.I. 407 at 37-38), it is DENIED. Plaintiffs contend that Mr.
Roche's opinion fails to address the Wands factors and is conclusory and unsupported by
facts and data. (Id. at 37) The Court does not agree, for reasons it previously explained in
resolving Plaintiffs motion for summary judgment relating to Defendants lack of
enablement defense, (D.I. 538; see also D.I. 429 at 37 & n.6, 38-39); Amgen, Inc. v.
Chugai Pharms. Co., 927 F.2d 1200, 1213 (Fed. Cir. 1991) (noting that the Wands factors
"are illustrative, not mandatory").; (3) With regard to Plaintiffs challenge to Mr. Roche's
indefiniteness opinion regarding "controller[,]" (D.I. 407 at 38-39), it is GRANTED.
Defendant's retort to this challenge was that this opinion would be "relevant and
admissible" if the District Court sustained its objections to the Court's recommended
construction of the "controller" term. (D.I. 429 at 39) However, the District Court has
subsequently overruled Defendant's objections, (D.I. 493 at 8-10), and therefore
Defendant has not demonstrated that the opinion is relevant to the issues to be tried.; (4)
With regard to Plaintiffs' challenge to Mr. Roche's non-infringement opinion regarding
"multi-mode detector[,]" (D.I. 407 at 39-40), it is GRANTED. One of the reasons that
Plaintiffs give for challenging this opinion is that it is based on an incorrect claim
construction for the "multi-mode detector" limitation. (Id. at 40; D.I. 436 at 20-21)
Defendant's response confirmed that the parties had a ripe dispute regarding the
construction of this limitation. (D.I. 429 at 40) However, in the Court's Report and
Recommendation regarding Defendant's Motion for Summary Judgment of
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Noninfringement, the Court took up the parties' claim construction dispute and
recommended that Sysmex's proposed construction be adopted. (D.I. 515 at 16-18) To the
extent that this recommendation is adopted, (see D.I. 521 at 5-6), then Mr. Roche's non-
infringement opinion regarding "multi-mode detector" would be based on an improper
claim construction (and thus would be unreliable and unhelpful to the factfinder), see
Integra Lifescis. Corp. v. HyperBranch Med. Tech., Inc., Civil Action No. 15-819-LPS-
CJB, 2018 WL 1785033, at *5 (D. Del. Apr. 4, 2018).; (5) With regard to Plaintiffs'
challenge to Mr. Roches non-infringement opinion regarding claim 21 of the '350 patent,
(D.I. 407 at 40-41), it is DENIED. Plaintiffs' primary argument is that this opinion is
improperly based on a new, untimely theory of Defendant's that implicates the scope of
the claim term "each configured to electrically or optically sense cells[.]" (Id.; D.I. 436 at
21) However, the proper avenue for relief on this basis would have been a motion to
strike filed pursuant to Fed. R. Civ. P. 37 that included an analysis of the Pennypack
factors, not the filing of a Daubert motion. As for Plaintiffs' other argument -- i.e., that a
sentence in paragraph 46 should be stricken "as it is improper for one witness to opine on
the veracity of another witness[,]" (D.I. 407 at 41) --Defendant persuasively explained
why this statement is not problematic, (D.I. 429 at 42).; (6) With regard to Plaintiffs'
challenge to Mr. Roche's patentable subject matter opinion, (D.I. 407 at 41-43), it is
DENIED. The Court recently recommended that Defendant's Motion for Summary
Judgment of Invalidity relating to Section 101 be denied because there is at least a
material dispute of fact with respect to whether the claimed body fluid mode in claim 16
of the '351 patent amounts to an unconventional utilization of computer
technology/functionality. (D.I. 537) Mr. Roche's patentable subject matter opinion
pertains to this dispute and therefore could be useful to resolution of the Section 101
issue. (D.I. 429 at 42) Plaintiffs' other complaints regarding this opinion are not grounds
for exclusion. (D.I. 407 at 42-43); (7) With regard to Plaintiffs' challenge to Mr. Roche's
materiality opinions, (id. at 43-44), it is DENIED without prejudice to renew. Plaintiffs
argue that these opinions relating to inequitable conduct should be excluded based on
cases from this Court holding that patent law experts cannot testify regarding the
materiality of prior art. (Id.; D.I. 436 at 22) However, Mr. Roche is a technical expert, and
Defendant's inequitable conduct defense will be tried to the District Court during a bench
trial. (D.I. 429 at 41-42) The Court agrees with Defendant that the District Court can
decide at the bench trial whether Mr. Roche's materiality opinions are properly offered to
inform as to factual disputes (and do not amount to legal conclusions) and whether they
are helpful or not.; (8) With regard to Plaintiff' challenge to Mr. Roche's opinions
regarding legal conclusions and other litigation, (D.I. 407 at 44-45), it is GRANTED-IN-
PART and DENIED-IN-PART. With regard to the single statement in paragraph 217 that
Plaintiffs seek to strike as an improper legal opinion, (id. at 44), Defendant does not
respond directly to this argument and instead generally addresses paragraph 217 as a
whole. (D.I. 429 at 43; D.I. 436 at 22) Accordingly, Plaintiffs' argument regarding this
statement is unrebutted and Plaintiffs' Motion is GRANTED as to it. With regard to
paragraphs 24-25 and 27-28 relating to other litigation between the parties, Plaintiffs
assert that they should be stricken "as irrelevant and outside the scope of Roche's
expertise." (D.I. 407 at 44) The Motion is DENIED as to these paragraphs. The Court is
not persuaded that this material is completely irrelevant to any issue in the case, (see D.I.
429 at 43-44), and Plaintiffs' argument regarding the scope of Mr. Roche's expertise is
conclusory. With regard to paragraph 26, Plaintiffs' Motion is GRANTED. Plaintiffs
argue that this paragraph improperly includes opinions regarding the Examiner and
Plaintiffs" state of mind. (D.I. 407 at 44-45) Defendant did not provide any response as to
why these statements should withstand Plaintiffs' challenge. (D.I. 429 at 43-44; D.I. 436
at 23); (9) With regard to Plaintiffs challenge to Mr. Roche's commentary on Mr. Imazu's
veracity and summaries of Mr. Imazu's testimony, (D.I. 407 at 45), and with regard to
Plaintiffs' challenge to Mr. Roche's conception opinions, (id. at 46), they are DENIED as
MOOT, in light of the Court's prior decision recommending the grant of Plaintiffs' motion
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for summary judgment relating to Defendant's Section 102(f) derivation defense, (see D.I.
531).; and (10) Objections to this Order are due by June 14, 2022 and responses are due
by June 17, 2022. Ordered by Judge Christopher J. Burke on 6/9/2022. (dlb) (Entered:
06/09/2022)
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