
REPORT AND RECOMMENDATION: The Court, having reviewed Plaintiff's Motion to
Dismiss Counterclaims III-V (the "claims") of Defendants' First Amended Counterclaims
("FAC"), (D.I. 21 ("Motion"); D.I. 22 at 3), and the briefing related thereto, (D.I. 22 ; D.I.
25 ; D.I. 28 ), and having considered the relevant legal standards, see IOENGINE, LLC
v. PayPal Holdings, Inc., Civil Action No. 18-452-WCB, 2019 WL 2121395, at *2 (D. Del.
May 15, 2019), hereby recommends that, for the reasons that follow, the Motion be
DENIED: (1) With regard to Plaintiff's assertion that the claims fail because Defendant
does not sufficiently allege that the patent-in-suit is essential, (D.I. 22 at 6-8), the Court
disagrees. Although at the case dispositive stage Defendant will need to prove
essentiality by way of objective findings (i.e., whether practicing the relevant standards
in fact leads to infringement of the patent), see 3G Licensing, S.A. v. Blackberry Ltd.,
Civil Action No. 17-82-LPS, D.I. 326 at 7 (D. Del. Oct. 2, 2020), at the pleading stage it
need only point to facts that render it plausible that the patent is essential. And the
Court does not see why Plaintiff's alleged repeated statements that it "belie[ved]" that
the patent "may be" essential, or that the patent "is an essential patent" or that the
patent "ha[s] been recognized as essential" cannot fit that bill; Plaintiff's statements in
this regard are indeed facts plausibly suggesting that, later at the proof stage,
Defendant may be able to show (based on objective evidence) that the patent actually is
essential. (D.I. 20 at 11-12 at paras. 5-7; D.I. 23, ex. 2); (2) With respect to Plaintiff's
assertion that the claims fail to plausibly establish a FRAND-related breach of contract,
(D.I. 22 at 8-13), while the Court agrees that what is pleaded is not particularly robust, it
concludes that Defendant has done just enough to get by. Here, the Court need only
assess Defendant's theory that Plaintiff breached its FRAND obligations by demanding
unfair or discriminatory royalties. Defendant alleges that Plaintiff did this when it
provided proposed rates that were much higher than what other entities are paying
pursuant to KPNs licensing agreements with them[.]" (D.I. 20 at 17 at para. 29) While it
would have been better if the FAC included more details about these proposed rates or
about the agreements with other entities, Rule 8 (not Rule 9(b)) applies here, and
similar allegations to these have been found sufficient to state a FRAND-based breach
claim. See Research In Motion Ltd. v. Motorola, Inc., 644 F. Supp. 2d 788, 797 (E.D.
Tex. 2008); Apple, Inc. v. Motorola Mobility, No. 11-178-bbc, 2011 WL 7324582, at *11
(W.D. Wis. June 7, 2011).; and (3) As for Plaintiff's argument that Defendant failed to
sufficiently identify a contractual provision that was breached, (D.I. 22 at 13-16), the
Court is candidly not convinced that the breach claim could be solely based on Clause
6.1 of the ETSI IPR Policy alone, for reasons stated by Plaintiff. (D.I. 22 at 15-16; see
also D.I. 23, ex. 4 at 34-35) But the Court does think that: (a) a plausible breach of
Plaintiff's ETSI Declaration (which incorporates by reference Clause 6.1) could be
asserted here (i.e., that to the extent that the patent is essential, Plaintiff had to be
prepared to grant a license under FRAND terms, and that Plaintiff was not in fact
prepared to do so), (D.I. 22 at 15; D.I. 25 at 16, 17; see also D.I. 23, ex. 2); and (b) the
FAC can be read to actually assert such claims, (D.I. 20 at 15-16 at paras. 15, 18-19; id.
at 20-22 at paras. 50, 56, 61) (*Objections to R&R due by 1/25/2022). Ordered by
Judge Christopher J. Burke on 1/11/2022. (ceg) (Entered: 01/11/2022)
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