{ET [TED STATE DISTRICT COU
FOR THE DISTRICT OF DELAWARE

VICTAULIC COMPANY,
Plaintiff,
\2 Civil Action No. 20-887-GBW

¢ 2 ENGINEERED SOLUTIONS, LLC,

Defendant.

ATRANAD A NN ORDER

Plaintiff Victaulic Company (“Victaulic”) alleges that Defendant ASC Engineered
Solutions, LLC (“ASC”) infringed United States Patent No. 7,712,796 (“the *796 patent”). D.I.
191;D.I 152 6. Pending now is Victaulic’s Motion #1 for Summary Judgment Against
ASC’s Prior Art Invalidity Defenses Involving Claim 1 of the 796 Patent (the “Motion,” D.I.
193). The Court has reviewed the parties’ briefing, D.I. 194; D.I. 220; D.I. 229, and statements
of facts, D.I. 195; D.I. 221. For the reasons below, the Court grants Victaulic’s Motion.

I. sACKG. D . _
A. Inter . urtes ..;examination

The °796 patent was filed in 2006. D.I. 1-1, Ex. 1. At that time,! a third-pz , requester
could “file a request for inter partes reexamination by the [United States Patent and Trademark
Office (PTO)] of [specific claims of] a patent on the basis of any prior art . ...” 35 U.S.C. § 311
(2006). Ifthe PT  found that the requester raised “a substantial new q  ic o itability[,]”
the PTO would order inter partes reexamination. 35 U.S.C. § 313 (2006). As part of the

reexamination, both the patentee and the third-party requester could respond to documents that

! The Court applies the Patent Act as codified prior to the America Invents Act (“AIA”), Pub. L.
No. 112-29, § 6(a), 125 Stat. 284, 299, 30001 (Sept. 16, 2011).





















