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Dear Judge Andrews, 
 

The Court held a July 24, 2020 discovery conference, wherein the Court ordered Amazon to 
reduce its number of prior art references.  The Court asked the parties to submit a joint letter by 
August 28 indicating whether the dispute had been resolved.  Pursuant to the Court’s Order, the 
parties hereby submit the following statements: 
 

IPA’s Position 
 

IPA renews its request for an overall cap on the number of references to six primary 
references and seven secondary references because Amazon has violated the letter and spirit of 
the Court’s order regarding reduction of prior art assertions. IPA further seeks an order 
compelling Amazon to provide claim charts for each ground of alleged invalidity for each claim, 
which Amazon has failed to provide. 

 

Amazon’s Notice: 
 

On August 21, Amazon served a Notice of Grounds of Invalidity of Asserted Claims 
(“Notice”) that purported to specify four grounds of invalidity per claim. See Ex. A. However, as 
explained below, each alleged ground relies on multiple claim charts charting different systems 
or art. And even within each of those charts, Amazon purports to rely on multiple references. 
Further, even though all of the grounds on which Amazon relies are Section 103 obviousness 
combinations, Amazon failed to provide any charts of combinations, showing which aspect of 
which reference discloses particular limitations. Instead, Amazon relies on charts that cover a 
single reference without any indication of how the individual references should be combined.  

 

For example, here are the four grounds that Amazon states it intends to rely on for certain 
claims of the ’115 Patent: 

 

 
 

See Ex. A, at 2. However, for the first ground (OAA System), while at first glance this appears to 
be a single prior art reference, footnote two reveals that this is a reference to a multitude of prior 
art charts and references for this one “OAA System.” In other words, Amazon uses this “OAA 
system” phrase to incorporate eight separate primary references from its previously served 
invalidity contentions. For example, Amazon states in footnote 2: 
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 This shows that Amazon seeks to rely on eight different charts per claim for this alleged one 
system. Looking at the charts, it is apparent that these are not all related to one OAA system, but 
rather numerous individual systems (e.g., OAA Automated Office, PAAM Tutorial, Multimodal 
Maps Paper). Moreover, a single chart of these references, A-1, titled OAA, contains over 
twenty individual alleged prior art publications and source code references: 

 
Further, Amazon has not provided a single chart that maps the purported combinations to the 

claim elements. For example, there is no claim chart corresponding to Ground 2 that combines 
the RETSINA System, Kiss, and MECCA. (Or for Ground 3, 4, or any of the other asserted 
combinations.) IPA is left guessing as to which parts of which reference Amazon intends to rely 
on for each ground, which is in direct conflict with the Court’s admonishment that the 
combinations had to be specific: the Court stated “defendant can pick four specific references or 
combinations of references, but I do mean specific, not A plus B plus one of 4,000 other 
references to be named later.”  See J. Andrews, Jul. 24, 2020 Hrg. Tr. at 37:11-15. Additionally, 
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some of the references that are listed at the beginning of a chart (such as the ones at the 
beginning of A-1 above) are not even cited anywhere in the chart that appears in that exhibit. 
Again, IPA has no notice of what portions Amazon intends to rely on from those references. 

 
At the end of the day, Amazon still asserts twenty-one primary “references.” Compared to its 

preliminary contentions, which included twenty-four primary charts (which IPA described in its 
previous briefing), Amazon still maintains twenty-one primary invalidity chart references. It has 
only dropped a net of three references (it dropped four, but added one in “supplemental” 
contentions, as mentioned below). That is a mere thirteen percent reduction, in contrast with 
IPA’s seventy-five percent reduction in asserted claims. This is not a mutual reduction and is 
manifestly unfair to IPA.  

 
Amazon’s Second Supplemental Invalidity Contentions: 
 
Confusingly, on the same day it served the above-referenced Notice, Amazon also served its 

Second Supplemental Invalidity Contentions purporting to preserve its rights to rely on every 
single invalidity contention ever made by anyone in any setting in relation to the asserted patents. 
For example, Amazon stated “Amazon incorporates by reference all prior art references, charts, 
theories, and disclosures served on IPA in any prior or pending court action or proceeding before 
the Patent Trial and Appeal Board involving any of the Asserted Patents as through set forth 
fully herein.” See Ex. E at 3. Amazon also states, “Amazon asserts that the prior art listed in 
Exhibits A–D, individually or in combination, invalidate(s) the Asserted Claims.” See Ex. E at 6. 
It also includes different and inconsistent grounds from the Notice. For example, in the Second 
Supplemental Invalidity Contentions, Amazon cites Section 102 grounds, when all of the 
grounds in the Notice—which is the controlling document here—are Section 103.  
 

IPA seeks an order striking Amazon’s Second Supplemental Invalidity Contentions, and the 
supplemental Exhibit D (Amazon’s listing of four-hundred-sixty-six (466) references that 
“Amazon asserts . . . individually or in combination, invalidate(s) the Asserted Claims;” see Ex. 
E at 6), except to the extent that Amazon is permitted to retain the one revised chart (A-23) and 
one additional chart (A-26) after the Court considers IPA’s arguments outlined above. 

 
(1) Amazon’s Position 

 
At the July 24, 2020 discovery conference, the Court ordered that Amazon “reduce its 

number of prior art references by August 21 to “four specific references or combinations of 
references . . . not A plus B plus one of 4,000 other references. . . . If at the end all 24 primary 
references are still there, plaintiff can come back to me and complain.” See J. Andrews, Jul. 24, 
2020 Hrg. Tr. at 37:10 – 38:10.   

 
Consistent with the Court’s guidance, Amazon identified no more than 4 grounds of 

invalidity per asserted claim, identified the specific references for each ground, and significantly 
reduced its selected primary and secondary references. See Notice of Grounds of Invalidity of 
Asserted Claims of Defendants Amazon.com, Inc. and Amazon Digital Services LLC (attached 
as Exhibit A).  IPA takes issue with the number of invalidity charts Amazon prepared in its 
invalidity contentions that may relate to each identified invalidity ground.  Significant prior art 
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systems such as the OAA System, KQML/KIF, and the RETSINA system were the topic of 
dozens of industry publications, presentations, and demonstrations.  Additionally, source code 
related to these systems was shared among industry groups.  For each of these systems, Amazon 
identified the specific prior art on which it is relying and prepared more than one invalidity claim 
chart to thoroughly identify its invalidity positions in view of the publications, presentations, 
demonstrations, and source code. Amazon should not be penalized for preparing thorough charts 
in its invalidity contentions that provide IPA with as much notice as possible.  It is irrelevant 
whether each bases of invalidity that Amazon identifies is supported by multiple charts or not.  
The Court did not limit Amazon to a number of claim charts.  The Court limited the number of 
invalidity bases, which is precisely what Amazon did as the excerpt above shows.  Indeed, 
Amazon significantly reduced its invalidity positions:  
 

• Amazon identified no more than 4 grounds per asserted claim and 24 total grounds; 
  

• Amazon clarified that it will only rely on obviousness for each of these grounds; 
 

• Amazon dropped 5 of its 11 unique primary references/systems from its primary 
reference charts for the asserted claims of the’115 and ’560 patents, and dropped 4 of its 
11 unique primary references/systems for the asserted claims of the ’128 patent; 

 
• Amazon dropped 13 of its 22 additional secondary references from its A-X, B-X, and C-

X invalidity charts identifying secondary reference combinations; and 
 

• Amazon dropped combinations between its four main prior art references/systems—i.e., 
combinations between the OAA system, KQML/KIF, FIPA 97, and the RETSINA 
system.1 

 
The chart below summarizes Amazon’s reduction of primary references/systems using claim 

1 of the ’115 patent as an example. 
 
Number Amazon’s assertion prior to reduction Amazon’s assertion 

after reduction 
1 OAA system (described by 7 papers, 2 presentations, 2 

videos, OAA source code, and 5 documents showing 
examples of public availability charted in Exs. A-1, A-
2, A-3, A-6, A-11, A-17, A-18, A-19)  

OAA system (§ 103) 

2 KMQL/KIF (described by 9 papers, 2 specifications, 1 
presentation, and source code in Exs. A-7, A-8, A-10, 
A-14, A-20, A-23, A-25)  

KQML/KIF combined 
with Kiss, and MECCA 
(§ 103) 

3 FIPA 97 (described by the FIPA 1997 specification in 
Ex. A-16) 

FIPA 97 combined 
with Kiss, and MECCA 
(§ 103) 

4 RETSINA System (described by 11 papers and source RETSINA System 

 
1 Amazon’s invalidity contentions identified motivations to combine each of its primary 
references/systems with one another. 
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Number Amazon’s assertion prior to reduction Amazon’s assertion 
after reduction 

code in Exs. A-22 and A-26) combined with Kiss, 
and MECCA (§ 103) 

5 MECCA (1 paper describing the MECCA system in 
Ex. A-9)  

See combinations 
identified above 

6 Kiss (described by 1 patent in Ex. A-15)  See combination 
identified above 

7 General Magic system (described by 7 papers in Ex. 
A-21) 

Dropped 

8 Prodigy system (described by 4 papers in Ex. A-23) Dropped 
9 Jang (1 paper describing the MASCOT system in Ex. 

A-12)  
Dropped 

10 Busetta (1 paper describing the Belief, Desire, Intent, 
Message system in Ex. A-4)  

Dropped 

11 Bradshaw (1 paper describing the KAoS system in Ex. 
A-5)  

Dropped 

 
Amazon served its preliminary invalidity contentions on August 23, 2019.  IPA had no issue 

understanding these contentions for nearly a year, and complains now after Amazon significantly 
reduced its prior art selection. Amazon’s invalidity contentions precisely identify its obviousness 
combinations and how references can be combined.  Indeed, the cover pleading to Amazon’s 
preliminary invalidity contentions provides 8 pages of argument expressly identifying the 
reasons a person having ordinary skill in the art would have been motivated to combine each of 
the primary references/systems identified in the table above with one another.  See, e.g., Ex. B at 
pp. 47-55 (excerpt of Amazon’s Preliminary Invalidity Contentions).  Additionally, the invalidity 
charts attached to Amazon’s invalidity contentions include cross-references between the charts 
identifying the disclosures of a reference that could be combined with the disclosures of another 
reference.  Indeed, these invalidity charts specifically identify how references such as Kiss and 
MECCA can be combined with KQML/KIF, FIPA 97, and the RETSINA system.  See, e.g., Ex. 
C (excerpts from Amazon’s Kiss and A-X2 invalidity charts).  IPA can refer to the same 
invalidity charts in Amazon’s invalidity contentions to identify the disclosures Amazon cited for 
the references in Amazon’s reduced grounds of invalidity.   
 

IPA mischaracterizes the OAA system as referring to multiple systems.  This is wrong.  As 
IPA is aware from the SRI OAA patents it asserts in this case, “OAA” refers to the Open Agent 
Architecture.  The asserted patents disclose that in this architecture a service requesting agent 
sends a request in the inter-agent communication language (ICL) as a base goal, the facilitator 
parses the base goal to identify ICL sub-goals, the facilitator identifies agents that can solve 
those ICL sub-goals, and the facilitator delegates those ICL sub-goals to appropriate service-
providing agents that cooperate to solve those ICL sub-goals.  The OAA source code, the 
February 1998 OAA presentation, the PAAM 98 presentation, and the other publications 

 
2 Amazon’s A-X, B-X, and C-X invalidity charts are secondary reference charts for each asserted 
patent identifying specific secondary references that disclose each limitation of each asserted 
claim, that can be combined with each of the primary references.   
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Amazon charted all describe and implement the same OAA architecture of an ICL, a facilitator, 
and agents.  Additionally, the various demonstrations and implementations of OAA that Amazon 
charted—e.g., Automated Office, MVIEWS, and Multimodal Maps—use the same ICL and 
facilitator and simply focus on different subsets of agents that are capable of solving the sub-
goals of interest for that demonstration or implementation. The source code, demonstrations, 
presentations, and publications Amazon identifies as part of the OAA system describe the same 
system.  
 

IPA’s request to strike Exhibit D of Amazon’s second invalidity contentions should be 
denied.  Exhibit D is a list of prior art that demonstrates the state of the art.  See Ex. B at 145 
(identifying Exhibit D as “Prior Art Reflecting the General State of the Art”). Amazon’s notice of 
reduction of invalidity references does not suggest any combination with each and every one of 
the 466 prior art references identified in Exhibit D.3  See Ex. A.  Additionally, Amazon’s 
preliminary invalidity contentions served on August 23, 2019 attached an earlier version of 
Exhibit D identifying 441 prior art references that demonstrated the state of the art.  IPA did not 
raise any issues with Exhibit D.  IPA also did not raise any issue with the supplemental version 
of Exhibit D attached to Amazon’s first supplemental invalidity contentions served on November 
18, 2019 identifying 443 prior art references.  Amazon’s second supplemental invalidity 
contentions simply adds 23 references to the state of the art.  This listing of the state of the art in 
Exhibit D does not alter Amazon’s reduced grounds of invalidity dated August 21, 2020.  
Genzyme Therapeutic Prods. Ltd. P’ship v. Biomarin Pharm. Inc., 825 F.3d 1360, 1369 (Fed. 
Cir. 2016) (“state of the art ‘can legitimately serve to document the knowledge that skilled 
artisans would bring to bear in reading the prior art identified as producing obviousness’”) (citing 
Ariosa Diagnostics v. Verinata Health, Inc., 804 F.3d 1359, 1365 (Fed. Cir. 2015)); Integra 
Lifesciences Corp. v. Hyperbranch Med. Tech. Inc., 223 F.Supp.3d 202, 205 (D. Del., December 
9, 2016) (state of the art identifying 420 references did not expand invalidity bases). 
 

IPA’s request to strike Amazon’s supplemental RETSINA chart in Exs. A-26 (addressing the 
’115 patent), B-26 (addressing the ’128 patent), and C-26 (addressing the ’560 patent) is 
baseless.  These invalidity charts simply identify and map RETSINA source code and 
publications that Amazon uncovered after serving its preliminary invalidity contentions and first 
supplemental invalidity contentions.  Further, IPA was already on notice about the existence of 
this RETSINA source code, which was described by the RETSINA publications Amazon 
identified and charted in its preliminary invalidity contentions served as Exhibits A-22, B-22, 
and C-22.  IPA has no basis to argue that it is prejudiced by Amazon’s supplementation.  Instead, 
Amazon’s diligent supplementation has put IPA on notice of Amazon’s position that specific 
source code and publications describing the same RETSINA system invalidate the asserted claim 
5 months before opening expert reports are due, and six months before IPA will address 
invalidity in its rebuttal expert report. D.I. 157. 

IPA complains about Amazon’s diligent supplementation of its invalidity contentions 

 
3 IPA takes issues with the language in Amazon’s invalidity contentions cover pleading that 
states “prior art listed in Exhibits A-D, individually or in combination, invalidate(s) the Asserted 
Claims.”  Ex. E at 6.  But this language in no way alters Amazon’s notice of grounds of 
invalidity.  Ex. A. 
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throughout discovery to provide IPA with notice of its invalidity positions.  Yet, IPA has yet to 
supplement its preliminary infringement contentions served over a year ago on July 10, 2019.  
This is despite Amazon’s confirmation to IPA that its source code was available for review on 
September 11, 2019.  Indeed, before the COVID-19 shelter-in-place orders, IPA only reviewed 
Amazon’s source code on two days—November 19, 2019 and March 4, 2020.  And despite 
Amazon agreeing to a remote source code review protocol on June 22, 2020, IPA continues to 
point to its preliminary infringement contentions in its August 7, 2020 reduction of asserted 
claims.  See Ex. D (IPA’s notice of asserted claims).  To the extent IPA now seeks to preclude 
Amazon from supplementing its invalidity contentions during the normal course of discovery, 
IPA should also be precluded from supplementing its infringement contentions.  

For the foregoing reasons, Amazon requests that this Court deny IPA’s requests for a cap on 
the number of prior art references and request for additional claim charts.  Amazon further 
requests that the Court deny IPA’s request to strike any part of Amazon’s second supplemental 
invalidity contentions.  
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Dated:  August 28, 2020 

BAYARD, P.A. 
/s/Stephen B. Brauerman                                      
Stephen B. Brauerman (sb4952) 
600 N. King Street, Suite 400 
Wilmington, DE 19801 
(302) 655-5000 
sbrauerman@bayardlaw.com 
 
Of Counsel: 
 
Paul J. Skiermont 
Sarah E. Spires 
Sadaf R. Abdullah 
Steven W. Hartsell 
Alexander E. Gasser 
Jaime K. Olin 
Sheetal Patel 
Kevin P. Potere 
Tara M. Williams 
SKIERMONT DERBY LLP 
1601 Elm Street, Suite 4400 
Dallas, TX 75201 
(214) 978-6600 
IPA_SDTeam@skiermontderby.com 
 
Mieke Malmberg 
SKIERMONT DERBY LLP 
800 Wilshire Blvd., Suite 1450 
Los Angeles, CA 90017 
(213) 788-4500 
IPA_SDTeam@skiermontderby.com 
 
Attorneys for Plaintiff,  
IPA Technologies Inc. 
 

ASHBY & GEDDES 
 
/s/Andrew C. Mayo                                              
Steven J. Balick (#2114) 
Andrew C. Mayo (#5207) 
500 Delaware Avenue, 8th Floor 
P.O. Box 1150 
Wilmington, DE 19899 
(302) 654-1888 
sbalick@ashbygeddes.com 
amayo@ashbygeddes.com 
 
Of Counsel: 
 
J. David Hadden 
Saina S. Shamilov 
Ravi Ranganath 
Vigen Salmastlian 
FENWICK &WEST LLP 
801 California Street 
Mountain View, CA 94041 
(650) 988-8500 
 
Todd R. Gregorian 
Sapna S. Mehta 
FENWICK &WEST LLP 
555 California Street, 12th Floor 
San Francisco, CA 94104 
(415) 875-2300 
 
Hilary L. Preston 
VINSON & ELKINS LLP 
666 Fifth Avenue, 26th Floor 
New York, NY 10103-0040 
(212) 237-0000 
 
 
Attorneys for Defendants Amazon.com, Inc. 
and Amazon Digital Services, LLC 

 



EXHIBIT A



1 

IN THE UNITED STATES DISTRICT COURT 
DISTRICT OF DELAWARE 

IPA TECHNOLOGIES, INC., 

Plaintiff, 

v. 

AMAZON.COM, INC. and AMAZON DIGITAL 
SERVICES LLC, 

Defendants. 

The Honorable Richard G. Andrews 

Civil Action No.  1:16-CV-01266-RGA 

NOTICE OF GROUNDS OF INVALIDITY OF ASSERTED CLAIMS OF 
DEFENDANTS AMAZON.COM, INC. AND AMAZON DIGITAL SERVICES LLC 

Pursuant to the Court’s order during the discovery conference held on July 24, 2020, 

Defendants Amazon.com, Inc. and Amazon Digital Services, LLC1 (collectively, “Amazon”) 

hereby provide notice of its four grounds of invalidity for each asserted claim identified in 

Plaintiff IPA Technologies Inc.’s Notice of Reduction of Asserted Claims.  Dkt. No. 151.   

Fact discovery is ongoing and Amazon has not yet completed its investigation, discovery, 

or analysis of matters relating to the invalidity or unenforceability of the asserted claims 

including, without limitation, invalidity based on prior art, on-sale statutory bars, public use 

statutory bars, improper inventorship, or unenforceability due to inequitable conduct.  Amazon 

expects further discovery will reveal additional prior art, including related disclosures and 

corresponding evidence for many of the prior art references identified herein.  Amazon’s 

disclosures herein are not and should not be interpreted as a statement that no other persons have 

discoverable information, that no other documents, data compilations, and/or tangible things 

1 On January 1, 2020, Amazon Digital Services, LLC merged into Amazon.com Services LLC. 
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exist that Amazon may use to support its claims or defenses, or that no other legal theories or 

factual bases will be pursued.  Accordingly, Amazon reserves the right to amend, modify and/or 

supplement this identification of grounds of invalidity of the asserted claims as additional 

information is discovered, identified, or otherwise appreciated, including testimony about the 

scope and content of the prior art and the claimed inventions. 

U.S. Patent No. 6,851, 115 (“’115 patent”) 

Patent, Claim(s) Grounds of Invalidity (Basis) 

’115 patent, claims 1, 5-
7, 10, 11, 71 

1. OAA system2 (§ 103) 
2. RETSINA System3, Kiss4, and MECCA5 (§ 103) 
3. KQML/KIF6, Kiss, and MECCA (§ 103) 
4. FIPA 977, Kiss, and MECCA (§ 103)  

’115 patent, claim 15 1. OAA system and Malone8 (§ 103) 

                                                            
2 “OAA system” includes prior art versions of source code, publications, and demonstrations that 
describe and relate to OAA, including, for example, the prior art identified in Exs. A-1, B-1, C-1, 
A-2, B-2, C-2 A-3, B-3, C-3, A-6, B-6, C-6 A-11, B-11, C-11, A-17, B-17, C-17, A-18, B-18, C-
18, and A-19, B-19, C-19 of Defendants’ Preliminary Invalidity Contentions and Defendants’ 
First Supplemental Invalidity Contentions. 
3 “RETSINA system” includes prior art versions of source code, publications, and 
demonstrations that describe and relate to RETSINA, including, for example, the prior art 
identified in Exs. A-22, B-22, C-22 and A-26, B-26, C-26 of Defendants’ Preliminary Invalidity 
Contentions and Defendants’ Second Supplemental Invalidity Contentions.  
4 “Kiss” refers to the prior art identified in Exs. A-15, B-15, C-15 of Defendants’ Preliminary 
Invalidity Contentions. 
5 “MECCA” refers to the prior art identified in Exs. A-9, B-9, C-9 of Defendants’ Preliminary 
Invalidity Contentions.   
6 “KQML/KIF” includes prior art versions of source code implementing KQML/KIF, 
publications describing KQML/KIF, and demonstration of KQML/KIF, including, for example, 
the prior art identified in Exs. A-7, B-7, C-7, A-8, B-8, C-8, A-10, B-10, C-10, A-14, B-14, C-
14, A-20, B-20, C-20, A-23, B-23, C-23, and A-25, B-25, C-25 of Defendants’ Preliminary 
Invalidity Contentions, Defendants’ First Supplemental Invalidity Contentions, and Defendants’ 
Second Supplemental Invalidity Contentions.  
7 “FIPA 97” refers to the seven-part FIPA 1997 specification as identified in Ex. A-16, B-16, C-
16 of Defendants’ Preliminary Invalidity Contentions. 
8 “Malone” refers to the prior art identified in Exs. A-X and C-X of Defendants’ Preliminary 
Invalidity Contentions. 
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Patent, Claim(s) Grounds of Invalidity (Basis) 
2. RETSINA System, Kiss, MECCA, and Malone (§ 103) 
3. KQML/KIF, Kiss, MECCA, and Malone (§ 103) 
4. FIPA 97, Kiss, MECCA, and Malone (§ 103) 

’115 patent, claim 29, 
34, 35, 61 

1. OAA system and Kohn9 (§ 103) 
2. RETSINA System, Kiss, MECCA, and Kohn (§ 103) 
3. KQML/KIF, Kiss, MECCA, and Kohn (§ 103) 
4. FIPA 97, Kiss, MECCA, and Kohn (§ 103) 

’115 patent, claim 38, 
64, 69 

1. OAA system, Kohn, and Malone (§ 103) 
2. RETSINA System, Kiss, MECCA, Kohn, and Malone (§ 103) 
3. KQML/KIF, Kiss, MECCA, Kohn, and Malone (§ 103) 
4. FIPA 97, Kiss, MECCA, Kohn, and Malone (§ 103) 

’115 patent, claim 62 1. OAA system, Kohn, and Pollock10 (§ 103) 
2. RETSINA System, Kiss, MECCA, Kohn, and Pollock (§ 103) 
3. KQML/KIF, Kiss, MECCA, Kohn, and Pollock (§ 103) 
4. FIPA 97, Kiss, MECCA, Kohn, and Pollock (§ 103) 

 

U.S. Patent No. 7,069,560 (“’560 patent”) 

Patent, Claim(s) Grounds of Invalidity 

’560 patent, claim 1, 20, 
22, 26, 45, 50 

1. OAA system and Bian11 (§ 103) 
2. RETSINA System, Kiss, MECCA, and Bian (§ 103) 
3. KQML/KIF, Kiss, MECCA, and Bian (§ 103) 
4. FIPA 97, Kiss, MECCA, and Bian (§ 103) 

’560 patent, claim 28, 
29, 34 

1. OAA system, Bian, and Malone (§ 103) 

                                                            
9 “Kohn” refers to the prior art identified in Ex. A-X of Defendants’ Preliminary Invalidity 
Contentions. 
10 “Pollock” refers to the prior art identified in Ex. A-X of Defendants’ Preliminary Invalidity 
Contentions. 
11 “Bian” refers to the prior art identified in Ex. C-X of Defendants’ Preliminary Invalidity 
Contentions. 
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Patent, Claim(s) Grounds of Invalidity 
2. RETSINA System, Kiss, MECCA, Bian, and Malone (§ 103) 
3. KQML/KIF, Kiss, MECCA, Bian, and Malone (§ 103) 
4. FIPA 97, Kiss, MECCA, Bian, and Malone (§ 103) 

 

U.S. Patent No. 7,036,128 (“’128 patent”) 

Patent, Claim(s) Grounds of Invalidity 

’128 patent, claims 23, 
40 

1. OAA system12, General Magic system13, and Steiner14 (§ 103) 
2. RETSINA System, Kiss, MECCA, General Magic system, and 
Steiner (§ 103) 
3. KQML/KIF, Kiss, MECCA, General Magic system, and Steiner 
(§ 103) 
4. FIPA 97, FIPA 9815, Kiss, MECCA, General Magic system, and 
Steiner (§ 103) 

’128 patent, claim 24 1. OAA system, SFMAP, MVIEW, Multimodal Maps (web capture 
and demo), Julia, General Magic system, Steiner, and Tamai16 (§ 
103) 
2. RETSINA System, Kiss, MECCA, General Magic system, 
Steiner, and Tamai (§ 103) 
3. KQML/KIF, Kiss, MECCA, General Magic system, Steiner, and 
Tamai (§ 103) 
4. FIPA 97, FIPA 98, Kiss, MECCA, General Magic system, 
Steiner, and Tamai (§ 103) 

                                                            
12 For the ’128 patent, “OAA system” further includes “SFMAP,” “MVIEW,” “Multimodal 
Maps (web capture),” “Multimodal Maps Demo,” and “Julia,” prior art identified in Ex. B-X of 
Defendants’ Preliminary Invalidity Contentions.  
13 “General Magic system” includes the publications that describe and relate to the General 
Magic Magic Cap operating system implemented on PDAs, including, for example, the prior art 
identified in Exs. A-22, B-22, C-22 of Defendants’ Preliminary Invalidity Contentions.  
14 “Steiner” refers to the prior art identified in Ex. B-X of Defendants’ Preliminary Invalidity 
Contentions. 
15 “FIPA 98” refers to the twelve-part FIPA 1998 specification as identified in Ex. B-X of 
Defendants’ Preliminary Invalidity Contentions. 
16 “Tamai” refers to the prior art identified in Ex. B-X of Defendants’ Preliminary Invalidity 
Contentions. 
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Patent, Claim(s) Grounds of Invalidity 

’128 patent, claim 25 1. OAA system, General Magic system, Steiner, Trovato17, and 
Sharman18 (§ 103) 
2. RETSINA System, Kiss, MECCA, General Magic system, 
Steiner, Trovato, and Sharman (§ 103) 
3. KQML/KIF, Kiss, MECCA, General Magic system, Steiner, 
Trovato, and Sharman (§ 103) 
4. FIPA 97, FIPA 98, Kiss, MECCA, General Magic system, 
Steiner, Trovato, and Sharman (§ 103) 

’128 patent, claim 26 1. OAA system, General Magic system, Steiner, Trovato, Sharman, 
and Malone (§ 103) 
2. RETSINA System, Kiss, MECCA, General Magic system, 
Steiner, Trovato, Sharman, and Malone (§ 103) 
3. KQML/KIF, Kiss, MECCA, General Magic system, Steiner, 
Trovato, Sharman, and Malone (§ 103) 
4. FIPA 97, FIPA 98, Kiss, MECCA, General Magic system, 
Steiner, Trovato, Sharman, and Malone (§ 103) 

 

  

                                                            
17 “Trovato” refers to the prior art identified in Ex. B-X of Defendants’ Preliminary Invalidity 
Contentions. 
18 “Sharman” refers to the prior art identified in Ex. B-X of Defendants’ Preliminary Invalidity 
Contentions. 



 

6 
 

Dated:  August 21, 2020 

 
 
 
Of Counsel: 
 
J. David Hadden 
Saina S. Shamilov 
Ravi Ranganath 
Vigen Salmastlian 
FENWICK &WEST LLP 
801 California Street 
Mountain View, CA 94041 
(650) 988-8500 
 
Todd R. Gregorian 
Sapna S. Mehta 
FENWICK &WEST LLP 
555 California Street, 12th Floor 
San Francisco, CA 94104 
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IN THE UNITED STATES DISTRICT COURT 
DISTRICT OF DELAWARE 

 
IPA TECHNOLOGIES, INC., 
 

Plaintiff, 
 

v. 
 
AMAZON.COM, INC. and AMAZON DIGITAL 
SERVICES LLC, 
 

Defendants. 
 

 

 

C.A. No.  1:16-CV-01266-RGA-SRF 

 

 
IPA TECHNOLOGIES, INC., 
 

Plaintiff, 
 

v. 
 
GOOGLE LLC, 
 

Defendant. 
 

 
 

C.A. No.  1:18-CV-00318-RGA-SRF 

 

 
IPA TECHNOLOGIES, INC., 
 

Plaintiff, 
 

v. 
 
MICROSOFT CORPORATION, 
 

Defendant. 
 

 
 

C.A. No.  1:18-CV-00001-RGA-SRF 

 

 
 

DEFENDANTS’ PRELIMINARY INVALIDITY CONTENTIONS  
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System/Service Relevant Dates Persons/Entities 
Involved in Prior Use, 
Sale, and/or Offers for 

Sale 

Short Cite 

and also offered for sale 
and/or sold to its 
customers this system as 
evidenced at least by the 
documents identified 
herein. 

COMTEC Pre-1999 COMTEC designed, 
developed, used, 
advertised, published, 
and also offered for sale 
and/or sold to its 
customers this system as 
evidenced at least by the 
documents identified 
herein. 

“COMTEC” 

PRODIGY Pre-1999 DARPA and CMU, 
designed, developed, 
used, advertised, 
published, and also 
offered for sale and/or 
sold to its customers this 
system as evidenced at 
least by the documents 
identified herein. 

“PRODIGY” 

 

e. Motivation for Combining Identified Combinations of Prior 
Art 

The combinations of references provided in the accompanying prior art reference charts in 

Exhibits A-1 through A-24 in combination with A-X are exemplary and are not intended to be 

exhaustive.  Additional obviousness combinations of the references identified here are possible, 

and Defendants may rely on such combination(s) in this litigation.  In particular, Defendants are 

currently unaware of IPA’s allegations with respect to the level of skill in the art and the 

qualifications of the typical person of ordinary skill in the art.  Defendants are also unaware of the 

extent, if any, to which IPA may contend that limitations of the claims at issue are not disclosed in 
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the prior art identified by Defendants as anticipatory, and the extent to which IPA will contend that 

elements not disclosed in the asserted patent specifications would have been known to persons of 

skill in the art.  And Defendants do not yet know how the Court will construe terms in the Asserted 

Claims.  Defendants are also awaiting third-party discovery and are continuing their investigation 

of the large universe of prior art to identify potential prior art systems, publications related to those 

systems, and additional third-parties that may have information about those systems. Defendants 

reserve the right to supplement these contentions to identify other prior art and combinations that 

would have made such limitations obvious. 

The references listed above, alone or in combination, contain an explicit and/or implicit 

teaching, suggestion, and/or reasons to combine them for at least the following reasons.38   

The Asserted Patents are invalid in view of any combination of references related to SRI’s 

Open Agent Architecture, including, for example, OAA 1.0, OAA Tutorial, OAA Agents, PAAM 

98 Tutorial, Feb 1998 OAA Presentation, Martin, Cohen, Cheyer, Multimodal Maps (Paper), 

Moran, OAA CNET Demonstration, InfoWorld Automated Office, OAA CARS Demo, OAA 

CARS Video, Multimodal Maps (Web Capture), Multimodal Maps Demo, MVIEW, and any other 

application or implementation of the Open Agent Architecture (collectively “OAA Prior Art”).   

Each of these references relate to the same software agent architecture developed by inventors of 

the Asserted Patents at SRI International.  A person having ordinary skill in the art would have 

                                                 
38 In KSR International Co. v. Teleflex Inc., 550 U.S. 398 (2007), the Supreme Court held that 

prior art need not disclose the precise teachings of a patented invention to render it obvious, 
because a court “can take account of the inferences and creative steps that a person of ordinary 
skill in the art would employ.”  Id. at 418.  Under KSR, an explanation for why a combination of 
prior art items renders a claim obvious may be found in the “interrelated teachings of multiple 
patents; the effects of demands known to the design community or present in the marketplace; and 
the background knowledge possessed by a person having ordinary skill in the art.”  Id. at 418.   
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been motivated to combine any of the OAA Prior Art.  All of these references disclose the use of 

facilitator agents, user interface agents, and service-providing agents that communicate using an 

Interagent Communication Language (ICL) to solve user requests, which may take the form of 

compound goal expressions that are divided into sub-goals and delegated to appropriate agents.  

See, e.g., OAA Tutorial at 1 (identifying “Open Agent Architecture (OAA) is a multi-agent 

framework . . . [with a] Facilitator agent [that] coordinates the agent community in achieving the 

task, providing services such as parallelism, failure handling, conflict detection, and so forth . . . 

us[ing] [] the Interagent Communication Language [(“ICL”)]”); OAA Agents at 1 (identifying a 

few of the “more than 100 agents” that operate within the Open Agent Architecture); PAAM ’98 

Tutorial at 13 (illustrating agents that communicate with a facilitator using ICL in the OAA 

Architecture); PAAM ’98 Tutorial at 16 and 71 (identifying OAA implementations including 

Automated Office, Unified Message, Multimodal Maps, Agent Development Tools, MVIEWS, 

among many others);  Cohen at 1 (identifying the “Open Agent Architecture [a]s a blackboard-

based framework allowing individual software ‘client’ agents to communicate by means of goals”); 

Multimodal Maps (Paper) at  7 (identifying “Open Agent Architecture” as “a framework for 

coordinating a society of agents . . .  [using] [a]n Interagent Communication Language”).  A person 

having ordinary skill in the art would naturally look to the teachings of any OAA Prior Art to solve 

problems and combine proposed solutions.  SRI International also educated the persons of skill in 

the art about the design, development, functionality, and implementations of its Open Agent 

Architecture through numerous publications and demonstrations between 1994 and 1997.   See, 

e.g., Cohen (paper dated 1994); Adam Cheyer Demos, available at 

http://www.adam.cheyer.com/demos.html (identifying numerous open agent architecture 

demonstrations between 1994 and 1997); OAA Tutorial at PAAM-98, Vol 2, no. 1 (January 1, 
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1998), available at http://www.ai.sri.com/~oaa/news/news-v2.1.html (publicly disclosing and 

presenting a presentation on the details of the Open Agent Architecture at the Third International 

Conference on the Practical Application of Intelligent Agents held in London in in 1998); Adam 

Cheyer, FIPA Report (July 1, 1996), available at 

http://www.ai.sri.com/~oaa/distribution/MailArchive/oaa-users/0003.html (confirming that Adam 

Cheyer attended the 2nd FIPA (Foundation for Intelligent Physical Agents) conference in Yorktown, 

New York in 1996 and publicly disclosed details of SRI’s Open Agent Architecture).  Additionally, 

many of the OAA Prior Art references identify the same authors.  A person having ordinary skill 

in the art would naturally consider other papers, publications, demonstrations, and systems 

prepared by the same authors.  

The asserted patents are also invalid in view of any combination of references related to 

the KQML and KIF software agent architecture, including, for example, Singh, Genesereth ’97, 

Genesereth ’94, Finin I, Finin II, Labrou, InfoSleuth, RETSINA, and any other application or 

implementation of KQML and KIF (collectively “KQML/KIF Prior Art”).  A person having 

ordinary skill in the art would have been motivated to combine any of the KQML/KIF Prior Art.  

These references disclose the use of the same Agent Communication Language (“ACL”) that uses 

KQML (Knowledge Query and Manipulation Language) as the “outer” language and KIF 

(Kowledge Interchange Format) as the “inner” language or vocabulary.  See, e.g., Genesereth ’97 

at 322; Genesereth ’94 at 49; Singh at 347-348.  The ACL enables one or more facilitators agents 

to coordinate the activities of connected agents and solve requests by synthesizing a plan that may 

require decomposing a complex request into a collection of sub-goals and delegating the sub-goals 

to appropriate agents.  See, e.g.,   Finin II at 1-2; Genesereth ’97 at 334; Genesereth ’94 at 51; 

Singh at 339, 345, 354, 356, 358; Labrau at 1.  A person having ordinary skill in the art would 
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naturally look to the teachings of any KQML/KIF Prior Art to solve problems and combine 

proposed solutions.  Indeed, persons of skill in the art maintained publicly available knowledge 

sharing websites that identified, described, and shared designs and implementations related to the 

KQML and KIF software architecture.  See, e.g., “KQML,” University of Maryland, Baltimore 

County, available at https://www.csee.umbc.edu/csee/research/kqml/ (identifying KQML papers, 

software and applications); “Knowledge Sharing Effort, University of Maryland, Baltimore 

County, available at  https://www.csee.umbc.edu/csee/research/kse/ (identifying a ARPA-

sponsored knowledge sharing effort related to KQML and KIF); Knowledge Sharing Effort public 

library, Stanford University, available at http://www-ksl.stanford.edu/knowledge-sharing/ 

(identifying KQML and KIF implementations as part of the ARPA Knowledge Sharing Effort).  

Additionally, many of the KQML/KIF Prior Art references identify the same authors.  A person 

having ordinary skill in the art would naturally consider other papers, publications, demonstrations, 

and systems prepared by the same authors. 

The asserted patents are also invalid in view of any combination of references related to 

OAA Prior Art, KQML/KIF Prior Art, FIPA 97, MECCA, Nodine, Bradshaw, Busetta, Nodine, 

Bayardo, Bian, Malone, Urban, General Magic, White, and any other architecture that implements 

an agent communication language.  A person having ordinary skill in the art would have been 

motivated to consult and combine the teachings related to these various communication languages 

to solve problems in another agent communication language.  For example, knowledge sharing 

and collaboration among developers of the various agent communication languages was a central 

focus of numerous organizations that led international conferences, including, for example, the 

Practical Application of Intelligent Agents and Multi-Agent Technology (PAAM), the Foundation 

for Intelligent Physical Agents (FIPA), the Association for the Advancement of Artificial 
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Intelligence (AAAI), and Agent Theories, Architectures, and Languages (ATAL), among others.  

See, e.g., OAA 2.0 Tutorial at PAAM-98, available at http://www.ai.sri.com/~oaa/news/news-

v2.1.html; FIPA History, available at 

http://leonardo.chiariglione.org/standards/fipa/fipa_history.htm; ATAL 98, available at 

http://mas.cs.umass.edu/atal/workshops/atal98/index.html; AAAI-97, available at 

http://www.aaai.org/Press/Proceedings/aaai97.php. Participants of these conferences included 

significant industry player such as IBM, Philips, Siemens, Nokia, Alcatel, France Telecom, Sony, 

British Telecom, Lucent, and SRI International.  See, e.g., FIPA NY Attendance, available at 

http://leonardo.chiariglione.org/standards/fipa/yorktown/nyattendance.htm. These participants 

routinely shared papers, systems, and other information related to their software agent technology, 

which often formed the basis for improvements and the development of other standards such as 

FIPA 1997. See, e.g., Adam Cheyer, FIPA Report (July 1, 1996), available at 

http://www.ai.sri.com/~oaa/distribution/MailArchive/oaa-users/0003.html (Adam Cheyer 

summarizing various software agent architectures disclosed at the 2nd FIPA (Foundation for 

Intelligent Physical Agents) conference in Yorktown, New York in 1996); 

http://leonardo.chiariglione.org/standards/fipa/fipa_history.htm; FIPA Agent Basic Capability 

List, available at http://leonardo.chiariglione.org/standards/fipa/yorktown/nyframework.htm 

(identifying KQML and KIF as the early foundation for the FIPA specification).  Thus, it was 

common practice for persons having ordinary skill in the art to learn about, consult the teachings 

of, and implement improvements from the broad array of agent communication languages, 

architectures, and implementations.  

The asserted patents are also invalid in view of any combination of references related to 

OAA Priori Art, KQML/KIF Prior Art, FIPA 97, MECCA, General Magic and any other agent 
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communication language that is structured in a similar way.  For example, each of these agent 

communication languages include a conversation layer (specifying events and parameters) and a 

content layer (specifying goals and/or data) similar to the ICL disclosed by the ’115 patent.  See, 

e.g.,  PAAM ’98 Tutorial at 29 (identifying event “oaa_Solve,” parameter “query(var(P)),” goals 

“manager() and “phone_number()” and data “John Bear,” “M” and “P.”); Finin I, slide 49 

(identifying event “tell,” parameter “ontology ecbk12,” goal “price,” and data 

“ISBN3429459,24.95”); FIPA 97, Part 2 (identifying event “inform,” parameters “receiver hpl-

auction-server” and “ontology hpl-auction,” goal “price()” and data “bid good02” and “150”); 

MECCA at 262 (identifying an event “e,” parameters “executing agent,” “i-th resource,” and “set 

of constraints on i-th resource,” and goal “action to be executed”).  A person having ordinary skill 

in the art would naturally consult and combine teachings of agent communication languages that 

are structured in a similar way.    

The prior art also acknowledged that different agent communication languages could also 

interoperate.  See, e.g., Automated Office at 1:40-1:47 (“This simple interaction style could also 

be programmed using other distributed technologies available today such as CORBA or 

Telescript); Genesereth ‘94 at 50-51 (identifying a “transducer” or “wrapper” that accepts 

messages from non-native agents and converts those messages into the native agent 

communication language of the architecture). Thus, a person having ordinary skill in the art would 

have also been motivated to consult and combine teachings of agent communication languages 

that may be structured in a different way.  

Additionally, the references identified in Section II.A.3., supra, all concern the same 

technological field as the Asserted Patents.  In particular, each of the references is directed to the 

field of software agent architectures and distributed systems.  See, e.g., PAAM ’98 Tutorial at 4 
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(SRI presentation describing the Open Agent Architecture, KQML and FIPA as enabling 

“[c]ooperation among distributed heterogeneous programmatic components.”); Kiss at 2:43-2:67 

(“Interaction between a user and the knowledge resources is mediated by a collection of 

cooperative intelligent agents.  The cooperative intelligent agents incorporate generalized 

automated negotiation and distributed inference (i.e., problem-solving) processes.”); Malone at 

Title (“Agents for Information Sharing and Coordination: A History and Some Reflections”); 

Pollock at 1:39-45 (“integrating the system of defeasible reasoning into an artificial agent that is 

also capable of planning and executing plans”); Steiner at Abstract (“A Personal Digital Location 

Apparatus for displaying a geographical location as an icon on a map”).  One of ordinary skill in 

the art would understand these references to all be part of the same field of technology as the 

Asserted Patents and would naturally look to their teachings to find answers to the problems 

inherent in the respective technologies.  See, e.g., ’115 patent, Abstract (“A highly flexible, 

software-based architecture is disclosed for constructing distributed systems”); 1:22-27 

(identifying “Field of the Invention” and the “present invention” as “related to distributed 

computing environments and the completion of tasks within such environments.”); see also ’128 

patent, 1:18-22.    

These are only a few examples of the references that one of ordinary skill in the art would 

consider to be part of the same body of work and in the same technical field and is not meant to be 

limiting. 

Accordingly, a person of ordinary skill in the art at the time of filing of the Asserted Patents 

would have been motivated to combine elements of any of the references identified here and 

recognize that the combination of any of these references is a predictable use of elements known 

in the art to solve a known problem and a use of known techniques to solve a known problem in 
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the same way.  Defendants’ expert(s) may further explain the motivation to combine prior art and 

why the Asserted Claims of the Asserted Patents are invalid for obviousness in accordance with 

the case schedule. 

4. INVALIDITY UNDER § 112 

The Asserted Claims are invalid under 35 U.S.C. § 112.  The Asserted Claims lack a written 

description and enabling disclosure commensurate with the alleged scope of the claims, are un-

duly vague and indefinite, and contain purely functional language.  The Asserted Patents, read in 

light of the specification and prosecution history, fail to inform, with reasonable certainty, those 

skilled in the art about the scope of the invention.  See Nautilus, Inc. v. Biosig Instruments, Inc., 

134 S. Ct. 2120, 2124 (2014).  The Asserted Patents do not enable one of skill in the art to practice 

the full scope of the inventions claimed without undue experimentation.  The Asserted Patents do 

not enable one of skill in the art to practice the scope of the inventions set forth in IPA’s preliminary 

infringement contentions.   

Because expert disclosures are not yet due, including those in connection with claim 

construction, Defendants reserve the right to raise any additional issues from the perspective of 

one skilled in the art at the appropriate time in the case. 

The following identification of claims/claim elements are preliminary and only exemplary 

and Defendants reserve the right to supplement the identification of claims and claim elements that 

do not comply with the requirements of 35 U.S.C. § 112.  Specifically, to the extent an element 

identified below, or its variation, appears in claims other than the ones specified below, it also 

renders those additional claims invalid under 35 U.S.C. § 112.  Claims that depend on these 

additional claims and on the claims identified below are also invalid under 35 U.S.C. § 112.  

Defendants reserve the right to identify additional claims and claim elements that do not comply 

with the requirements of 35 U.S.C. § 112 during claim construction or after the Court construes 
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Initial Invalidity Contentions Page 1  

Exhibit A-15 

Invalidity of U.S. Patent No. 6,851,115 (“’115 Patent”)  
by Kiss 

 
As shown in the claim chart below, the asserted claims of the ’115 patent are invalid under at least 35 U.S.C. §§ 102(e)1 as anticipated 
by U.S. Patent No. 6,484,155 (“Kiss”) filed on July 21, 1999, issued on November 19, 2002, with an earliest potential priority date of 
July 21, 1998, and/or are invalid under 35 U.S.C. § 103 as obvious in view of Kiss or in combination with the reference(s) specifically 
identified in the following claim chart or one or more other references identified in Defendants’ Preliminary Invalidity Contentions 
(“Defendants’ Invalidity Contentions”).  
 
To the extent a finder of fact determines that the references cited herein do not teach certain limitations in the asserted claims, such 
limitations would have been inherent and/or obvious. These claims are also invalid as obvious in view of Kiss alone or in combination 
with other prior art references, including, but not limited, to the prior art identified in the Cover Pleading of Defendants’ Invalidity 
Contentions, the prior art described in the claim charts attached in Exhibit A, and/or the prior art identified in Exhibit D. 
 
Defendants’ Invalidity Contentions are based, in part, upon Defendants’ present understanding of the asserted claims and IPA’s 
apparent interpretations of the asserted claims in its July 10, 2019 Preliminary Infringement Contentions (“Infringement Contentions”) 
and Defendants’ investigation to date.  Defendants are not adopting IPA’s constructions or apparent constructions, nor are Defendants 
admitting to the accuracy of any particular contention or construction. The citations provided in the charts below are exemplary rather 
than exhaustive and Defendants reserve the right to rely upon additional references uncovered through further searching, other 
portions of the cited references and/or other portions of references cited within these Invalidity Contentions.  Defendants further 
incorporate by reference the reservation of rights identified in the cover pleading to these Invalidity Contentions as though fully set 
forth herein. 
  

                                            
1 Kiss claims priority to provisional application 60/093,522 which was filed on July 21, 1998, before the January 5, 1999 earliest 
possible filling date of the ’115 patent.  



 

Initial Invalidity Contentions Page 4  

 Claim Language Invalidity in View of Prior Art  
with the capability to negotiate with each other, conduct joint planning, and to 
collaborate in the execution of planned tasks. 

Kiss at 3:30-36. 
See also, Fig. 1, Fig. 4, Fig. 6, 3:4-11, 6:45-7:19, 8:41-48, 10:32-35, 11:1-3, 11:37-38, 
11:53-12:20. 

1(b) a layer of conversational protocol 
defined by event types and 
parameter lists associated with one 
or more of the events 

A layer of conversational protocol defined by event types and parameter lists associated 
with one or more of the events. 

Kiss discloses other limitations of this claim as identified above. This limitation is 
obvious in view of Kiss combined with the knowledge of a person having ordinary skill 
in the art and/or any one or more of the references identified in the corresponding 
limitation of Ex. A-X.  As Ex. A-X shows, each of these references also discloses this 
limitation.  A person having ordinary skill in the art would have been motivated to 
combine Kiss with one or more of the references identified in the corresponding 
limitation of Ex. A-X rendering this limitation obvious based on one or more of the 
motivations to combine identified in § II.A.3.e of the cover pleading to Defendants’ 
Preliminary Invalidity Contentions and because each of these references relate to the 
same field of software agent technology and distributed computing environments. 

1(c) wherein the parameter lists further 
refine the one or more events; 

Wherein the parameter lists further refine the one or more events.  

Kiss discloses other limitations of this claim as identified above. This limitation is 
obvious in view of Kiss combined with the knowledge of a person having ordinary skill 
in the art and/or any one or more of the references identified in the corresponding 
limitation of Ex. A-X.  As Ex. A-X shows, each of these references also discloses this 
limitation.  A person having ordinary skill in the art would have been motivated to 
combine Kiss with one or more of the references identified in the corresponding 
limitation of Ex. A-X rendering this limitation obvious based on one or more of the 
motivations to combine identified in § II.A.3.e of the cover pleading to Defendants’ 
Preliminary Invalidity Contentions and because each of these references relate to the 
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Exhibit A-X 
 

Invalidity of U.S. Patent No. 6,851,115 (“’115 Patent”) 
by Secondary References 

 
As shown in the claim chart below, the asserted claims of the ’115 patent are invalid under 35 U.S.C. § 102(a), 35 U.S.C. § 102(b), 
and/or 35 U.S.C. § 102(e) as anticipated and/or are invalid under 35 U.S.C. § 103 as obvious, or in combination with the reference(s) 
specifically identified in the following claim chart or one or more other references identified in Defendants’ Preliminary Invalidity 
Contentions (“Defendants’ Invalidity Contentions.”).  
 
The Secondary References relied upon herein include, but are not limited to: 

- Bian, C., An Experimental Environment for Cooperative Agents, Thesis for the Master's Degree in Computer Science, 
Department of Computer Science Institute of Mathematical and Physical Sciences University of Tromso (June 30, 1997) 
(“Bian”). 

- Bian et al., “ViSe2 – An Agent-Based Expert Consulting System with Efficient Cooperation,” Proceedings of the 1997 IEEE 
International Conference on Intelligent Engineering Systems (Sept. 15-17, 1997) (“Bian 2”). 

- Cheyer et al., “Multi-Modal Maps Using an Open Agent Architecture,” Video, (1995) (“SFMAP”). 
- Farley, J., Java Distributed Computing, 1st ed. (1998) (“Farley”). 
- Malone et al., “Agents for Information Sharing and Coordination: A History and Some Reflections,” chapter in Bradshaw, J. 

(ed.), Software Agents, 1997 (“Malone”). 
- Moran et al., “Multimodal User Interfaces in the Open Agent Architecture” published on January 6, 1997 (“Moran reference”). 
- Odubiyi, J. et al., SAIRE - A Scalable Agent-Based Information Retrieval Engine, Proceedings of the First International 

Conference on Autonomous Agents (Jan. 1997) (“Odubiyi”). 
- Schwartz et al., Cooperating Heterogenous Systems (1995) (“Schwartz95”). 
- U.S. Patent No. 6,088,689 to Kohn et al., filed November 29, 1995 and issued July 11, 2000 (“Kohn”); 
- U.S. Patent No. 5,706,406 to Pollock, filed May 22, 1995 and issued January 6, 1998 (“Pollock”); 
- U.S. Patent No. 6,029,174 to Sprenger et al., filed October 31, 1998 and issued February 22, 2000 (“Sprenger”). 
- U.S. Patent No. 5,855,009 to Garcia et al., filed July 31, 1992 and issued December 29, 1998 (“Garcia”). 
- U.S. Patent No. 7,028,312 to Merrick et al., filed March 23, 1999 and issued April 11, 2006, with an earliest priority date of 

March 23, 1998 (“Merrick”). 
- Open Agent Architecture software and associated documents (“OAA”) (Ex. A-1 incorporated by reference herein), including 

but not limited to: 
o Adam Cheyer, “agentlib.c” (updated Nov. 10, 1996), available at 
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http://www.ai.sri.com/~oaa/distribution/distribv1/download/pc/oaa_c.zip (oaa_c\agentlib\agentlib.c) (“OAA 
Agentlib.c”). 

o “Documentation for Open Agent Architecture Agents” (July 19, 1995 to September 20, 1996), available at 
http://www.ai.sri.com/~oaa/distribution/agents/agents.html (“OAA Agents”). 

o “OAA Tutorial” (1994-1998), available at http://www.ai.sri.com/~oaa/distribution/distribv1/tutorial.html (“OAA 
Tutorial”). 

- The Open Agent ArchitectureTM – Building Communities of Distributed Software Agents presentation by Cheyer et al. 
published at least by February 21, 1998, available at http://www.ai.sri.com/~oaa/oaaslides/ (“Feb 1998 OAA Presentation”) (Ex. 
A-2 incorporated by reference herein). 

- OAA PAAM 1998 Presentation published at least by March 23, 1998 and disclosed prior to January 5, 1998 (“PAAM ’98 
Tutorial”) (Ex. A-3 incorporated by reference herein). 

- Genesereth, “An Agent-Based Framework of Interoperability” (1997) (“Genesereth ’97”) (Ex. A-7 incorporated by reference 
herein). 

- Labrou, et al., “Semantics for an Agent Communication Language” (1996) (“Labrou”) (Exs. A-7 and A-8 incorporated by 
reference herein). 

- Singh, et al, “A Distributed and Autonomous Knowledge Sharing Approach to Software Interoperation” (March 22, 1995) 
(“Singh”) (Ex. A-8 incorporated by reference herein). 

- Lux, et al., “Understanding Cooperation: an Agent’s Perspective” (“MECCA”) (Ex. A-9 incorporated by reference herein). 
- Cheyer, et al., “Multimodal Maps: An Agent-Based Approach” (June 9, 1995) (“Multimodal Maps Paper”) (Ex. A-11 

incorporated by reference herein). 
- Finin, “Software Agents Knowledge Sharing KQML, KIF and Ontologies” (October 16, 1997), available at  

https://www.csee.umbc.edu/~finin/sisce97/ (“Finin I”) (Ex. A-14 incorporated by reference herein). 
- U.S. Patent No. 6,484,155 (“Kiss”) filed on July 21, 1999, issued on November 19, 2002, with an earliest potential priority date 

of July 21, 1998 (Ex. A-15 incorporated by reference herein). 
- “FIPA 97 Specification” by the Foundation for Intelligent Physical Agents (“FIPA 97”) published on October 10, 1997 (Ex. A-

16 incorporated by reference herein). 
- Cheyer, et al, MVIEWS: Multimodal Tools for the Video Analyst” (“Cheyer”) published at least by January 6, 1998 (Ex. A-17 

incorporated by reference herein). 
- Cohen, et al., “An Open Agent Architecture” (“Cohen”) published on March 23, 1994 (Ex. A-18 incorporated by reference 

herein). 
- Martin, et al., “Building Distributed Software Systems with the Open Agent Architecture,” Third International Conference on 

the Practical Application of Intelligent Agents and Multi-Agent Technology, March 23-25, 1998, London, UK (PAAM98) 
(“Martin”) (Ex. A-19 incorporated by reference herein). 
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- InfoSleuth system and associated documents (“InfoSleuth”) (Ex. A-20 incorporated by reference herein), including but not 
limited to: 

o Nodine et al., "Facilitating Open Communication in Agent Systems: The InfoSleuth Infrastructure,” published in 
Intelligent Agents IV: Agent Theories, Architectures, and Languages, Proceedings 4th International Workshop, 
ATAL’97 (1998) (“Nodine”). 

o Nodine et al., “Experience with the InfoSleuth Agent Architecture” published in the Proceedings of the Fifteenth National 
Conference on AI, September 27, 1998 (“Nodine 2”). 

o Bayardo et al., “InfoSleuth: Agent-Based Semantic Integration of Information in Open and Dynamic Environments,” 
published in the Proceedings ACM SIGMOD International Conference on Management of Data, Vol. 26, Issue 2 (June 
1997) (“Bayardo”). 

o Urban et al., “Expressing Composite Events in InfoSleuth” published December 1998 (“Urban”). 
- General Magic system and associated documents (“General Magic”) (Ex. A-21 incorporated by reference herein). 
- RETSINA system and associated documents (“RETSINA”) (Ex. A-22 incorporated by reference herein). 
- Finin et al., “KQML as an Agent Communication Language,” chapter in Bradshaw, J. (ed.), Software Agents, 1997 (“Finin II”) 

(Ex. A-23 incorporated by reference herein). 
 

To the extent a finder of fact determines that the references cited herein do not teach certain limitations in the asserted claims, such 
limitations would have been inherent and/or obvious. These claims are also invalid as obvious alone or in combination with other prior 
art references, including, but not limited, to the prior art identified in the Cover Pleading of Defendants’ Invalidity Contentions, the 
prior art described in the claim charts attached in Appendix A, and/or the prior art identified in Appendix D. 
 
Defendants’ Invalidity Contentions are based, in part, upon Defendants’ present understanding of the asserted claims and IPA’s 
apparent interpretations of the asserted claims in its July 10, 2019 Preliminary Infringement Contentions (“Infringement Contentions”) 
and Defendants’ investigation to date.  Defendants are not adopting IPA’s constructions or apparent constructions, nor are Defendants 
admitting to the accuracy of any particular contention or construction. The citations provided in the charts below are exemplary rather 
than exhaustive and Defendants reserve the right to rely upon additional references uncovered through further searching, other 
portions of the cited references and/or other portions of references cited within these Invalidity Contentions.  Defendants further 
incorporate by reference the reservation of rights identified in the cover pleading to these Invalidity Contentions as though fully set 
forth herein.  
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group, first of all, the agent exports its address and status information to the 
trader for registration, and imports all other cooperative agents' addresses into 
its cooperator-base; then the agent uses the imported addresses to set up 
cooperative connections with these agents; finally, if the users prefer their 
agents to work at cooperative states, the agents exchange their meta-level 
information of problem solving capabilities. After that, the agents are ready to 
serve their users as the all-round experts. 

1(b) a layer of conversational protocol 
defined by event types and 
parameter lists associated with one 
or more of the events 

The Secondary References disclose a layer of conversational protocol defined by event 
types and parameter lists associated with one or more of the events.  See, e.g.,: 
FIPA 97 discloses a layer of conversational protocol defined by event types and 
parameter lists associated with one or more of the events.  See, e.g.,: 

The following figure summarises the main structural elements of an ACL 
message: 

 
In their transport form, messages are represented as s-expressions. The first 
element of the message is a word which identifies the communicative act being 
communicated, which defines the principal meaning of the message. There then 
follows a sequence of message parameters, introduced by parameter keywords 
beginning with a colon character. No space appears between the colon and the 
parameter keyword. One of the parameters contains the content of the message, 
encoded as an expression in some formalism (see below). Other parameters help 
the message transport service to deliver the message correctly (e.g. sender and 
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receiver), help the receiver to interpret the meaning of the message (e.g. language 
and ontology), or help the receiver to respond co-operatively (e.g. reply-with, 
reply-by). 

FIPA 97 at (FIPA97 Part 2): 12. 
A message corresponds to a communicative act, in the sense that a message 
encodes the communicative act for reliable transmission between agents. 

FIPA 97 at (FIPA97 Part 2): 4. 
For example, if i informs j that “Bonn is in Germany”, the content of the 
message from i to j is “Bonn is in Germany”, and the act is the act of informing. 
“Bonn is in Germany” has a certain meaning, and is true under any reasonable 
interpretation of the symbols “Bonn” and “Germany”, but the meaning of the 
message includes effects on (the mental attitudes of) agents i and j. The 
determination of this effect is essentially a private matter to both i and j, but for 
meaningful communication to take place, some reasonable expectations of those 
effects must be fulfilled. 

FIPA 97 at (FIPA97 Part 2): 11. 
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FIPA 97 at (FIPA97 Part 2): 13-14. 

See also 3, (FIPA97 Part 2): 11-22. 
Cohen discloses “a layer of conversational protocol defined by event types and 
parameter lists associated with one or more of the events.” 
See, e.g., Cohen at 3. 

The key to a functioning agent architecture is the interagent communication 
language. We explain ours in terms of its form and content. Regarding the 



 

Preliminary Invalidity Contentions Page 47  

 ’115 Patent Claim Language Invalidity in View of Prior Art 
former, three speech act types are currently supported: Solve (i.e., a question), 
Do (a request)  and  Post  (an  assertion to the blackboard). For the time being, 
we have adopted little of the sophisticated semantics known to underlie such 
speech acts [5, 18, 19]. However, in attempting to protect an agent's internal 
state from being overwritten by uninvited information, we do not allow one 
agent to change another's internal state directly - only an agent that chooses to 
accept a speech act can do so. For example, a fact posted to the blackboard does 
not necessarily get placed in the database agent's files unless it so chooses, by 
placing a trigger on the black- board asking to be notified of certain changes in 
certain predicates (analogous to Apple Computer's Publish and Subscribe 
protocol). 

See also Cohen at 2. 
An agent consists of a Prolog meta-layer above a knowledge layer written in 
Prolog, C or Lisp. The knowledge layer, in turn, may lie on top of existing 
standalone applications (e.g. 'mailers, calendar programs, databases). The 
knowledge layer can access the functionality of the underlying application 
through the manipulation of files (e.g., mail spool, calendar datafiles), through 
calls to an application's API interface (e.g. MAPI in Microsoft Windows), 
through a scripting language, or through interpretation of an operating sys-tem's 
message events (Apple Events or Microsoft Windows Messages). 

See also Cohen at 3-4. 
Because delegated tasks and  rules  will be executed at distant times and places, 
users may not be able sim- ply to use direct manipulation techniques to select 
the items of interest, as those items may not yet exist, or their identities may be 
unknown. Rather, users  will need to be able to describe arguments and 
invocation conditions, preferably in a natural language. Because these 
expressions will characterize events and their relationships, we expect natural 
language tense and aspect to be heavily employed [6]. Consequently, the  
meaning representation (or "logical form") produced by the multimodal 
interface will need to incorporate temporal information, which we do by 
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extending a Horn clause representation with time-indexed predicates and 
temporal constraints. The blackboard server will need to decompose these 
expressions, distribute pieces to the various relevant agents, and engage in 
temporal reasoning to determine if the appropriate constraints are satisfied. 
With regard to the content of the language, we need to specify the language of 
predicates that will be shared among the agents. For example, if one agent needs 
to know the location of the user, it will post an expression, such as 
solve(location(user,U)), that another agent knows how to evaluate. Here, 
agreement among agents would be needed that the predicate name is location, 
and its arguments are a person and a location. The language of nonlogical 
predicates need not be fixed in advance, it need only be common. Achieving 
such commonality across developers and applications is among the goals of the 
ARPA "Knowledge Sharing Initiative," [13] and a similar effort is underway by 
the "Object Management Group" (OMG) CORBA initiative to determine a 
common set of objects. 

See also Cohen at 1, 5-6. 
InfoSleuth discloses a layer of conversational protocol defined by event types and 
parameter lists associated with one or more of the events.  See, e.g.,: 

To implement prescriptive conversation policies in InfoSleuth, we have 
incorporated a conversation layer into our architecture. 

Nodine at 291; Nodine at 290 (“the use of conversation protocols facilitates consistency 
in an open system by providing the agent with a definition of which message types it 
can expect and when”). 
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Nodine at 292 (FIG. 2, illustrating “the InfoSleuth conversation layer”) 

The conversation layer is implemented by several components: 1. a router, 
which dispatches messages to and receives messages from the KQML 
implementation layer; 2. a conversational agent skeleton, which dispatches 
messages to and receives messages from the local agent, and 3. a conversation 
manager, which coordinates both incoming and outgoing conversations via “in” 
and “out” conversation threads. 

Nodine at 292; Nodine at 289-94 (section entitled “Conversation Policies”). 
To implement prescriptive conversation policies in InfoSleuth, we have 
incorporated a conversation layer into our architecture. The conversation layer 
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defines and enforces the different conversations available to the agents in the 
InfoSleuth system, and is accessed via a clearly defined API. The conversation 
layer sits “‘on top of” the generic agent shell from which all our agents are being 
built. Thus, all InfoSleuth agents must communicate with other agents by using 
the conversation layer, which manages both incoming and outgoing 
conversations, and determines their legality. 

Nodine at 291; Nodine at 290 (“the use of conversation protocols facilitates consistency 
in an open system by providing the agent with a definition of which message types it 
can expect and when”); Nodine at 290 (“conversation types should be uniquely 
identifiable by the types and/or parameters of the messages that initiate the 
conversation”). 

The performatives each have a number of fields, or parameters associated with 
them — in addition to the content of the performative, other contextual 
parameters specify e.g., the language and ontology of the message. 

Nodine at 285; Nodine at 285 (“build[ing] on KQML to define the set of speech acts 
used in our system”); Id. (“KQML . . . is an effort to define [a] standard useful set of 
speech acts, or performatives, that agents can use to exchange information . . . .”); 
Nodine at 291 (“In InfoSleuth, we currently define conversation policies based on the 
type of the initial performative.”) 
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Nodine 2 at 66 (FIG. 2 showing “Conversational Layer”). 

Conversation Layer The conversation layer of the InfoSleuth architecture defines 
and enforces conversation policies for a group of cooperating agents.  A set of 
standard messages, e.g. in KQML, representing the available speech acts, can 
serve as a basis for very simple communication among agents.  However, 
messages do not get sent in isolation; rather, there are often ongoing dialogs 
among two or more agents.  Within a dialog, the interpretation of an individual 
message may depend on the context of the dialog in which they are participating.  
A “conversation” is a partially-ordered set of messages transmitted among a set 
of agents, all of which relate conceptually to an initiating speech act.  A 
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conversation policy is a formal and deterministic specification of the ordering of 
speech acts exchanged between agents during a conversation.  Conversation 
policies may be pres[c]riptive or emergent.  A prescriptive conversation policy 
is one that is defined a priori, and used to enforce the agents’ communications.  
Emergent conversations are those in which the agents are not following specific 
external conversational policies; but rather where the performatives they use are 
determined by their internal functionality.  These actions may be (but are not 
necessarily) driven by the agent’s semantic understanding of the discourse taking 
place (Smith & Cohen 1996). 

Nodine 2 at 66. 
We feel that KQML is effective when used compactly at the knowledge-level 
and agent systems should use existing protocols for streaming large information 
products between agents once they have agreed, by conversing in KQML, on the 
need to exchange an information product. 

Nodine 2 at 69. 
The DDAgent used the “subscription conversations” in the InfoSleuth agent shell 
to setup “encounter event notifications” with appropriate resources 
recommended by the broker.  The pattern collection agent also used subscription 
conversations to setup “cost deviation notifications” from the DDAgent.  For 
both of these analysis agents, the only work required was to interface the specific 
algorithms themselves to the event-based conversations in the agent shell.  This 
application is quite intriguing because it demonstrates coordinated information 
gathering and analysis being performed at multiple levels (i.e., resources, 
multiresource norms, deviations, correlated patterns) and occurring in an event-
driven manner in a dynamic network of information sources. 

Nodine 2 at 70. 
KQML (Knowledge Query and Manipulation Language) (Finin, Labrou, & 
Mayfield 1997) is an effort to define a standard useful set of speech acts, or 
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performatives, that agents can use to exchange information; as well as the (semi-
formal) semantics behind the performatives. 

Nodine 2 at 64. 
The conversation layer of the InfoSleuth architecture defines and enforces 
conversation policies for a group of cooperating agents.  A set of standard 
messages, e.g. in KQML, representing the available speech acts, can serve as a 
basis for very simple communication among agents.  However, messages do not 
get sent in isolation; rather, there are often ongoing dialogs among two or more 
agents.  Within a dialog, the interpretation of an individual message may depend 
on the context of the dialog in which they are participating.  A “conversation” is 
a partially-ordered set of messages transmitted among a set of agents, all of which 
relate conceptually to an initiating speech act. 

Nodine 2 at 66. 
The performatives each have a number of fields, or parameters associated with 
them – in addition to the content of the performative, other contextual parameters 
specify e.g., the language and ontology of the message.  Routing parameters 
specify the sender and receiver. 

Nodine 2 at 64-65. 
InfoSleuth provides a specialization of the agent shell termed the resource agent 
shell that encapsulates (and parameterizes) the conversations a resource may 
have with the other agents in the network. 

Nodine 2 at 69. 

 
Urban at Abstract; see also Urban at 10-11. 
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Urban at 11, 15. 
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Urban at 15-16; see also Urban at 18-21. 
Finin II discloses “a layer of conversational protocol defined by event types and 
parameter lists associated with one or more of the events.” 
See, e.g., Finin II at 347-48 (emphasis added). 

The KQML language can be viewed as being divided into three layers: the 
content layer, the message layer and the communication layer . . . The 
communication layer encodes a set of features to the message which describe 
the lower level communication parameters, such as the identity of the sender 
and recipient, and a unique identi_er associated with the communication. 
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Merrick reference discloses a layer of conversational protocol defined by event types 
and parameter lists associated with one or more of the events. 
See, e.g., Merrick reference at 8:18-29. 

The invention is particularly applicable to remote procedure call (RPC), 
although it is applicable as well to other types of service invocation. The service 
invocation request and service invocation reply need not use the same message 
encoding, or even the same transfer protocol. The method of the invention, and 
particularly its message encoding, may be used with any of a number of transfer 
protocols, e.g., HTTP, FTP and SMTP, with its widest use at present being in 
conjunction with HTTP. In this context, the service to be invoked may be 
designated in the HTTP header, or in the URL. Alternatively, the service to be 
invoked may be identified within the message encoding. 

See also Merrick reference at 12:14-28. 
The present assignee has developed XML RPC and a Business-to-Business 
Integration Server (B2B), while also enhancing WIDL to better support 
interaction with XML documents. XML RPC is an RPC mechanism that uses 
XML documents as the request and reply messages. A client machine sends a 
message to a server machine to ask the server machine to invoke a service. The 
server machine invokes the service and sends a reply message to the client. FIG. 
1 illustrates the mechanism. In step 1, a client machine generates and transmits 
a request message to a server machine. In step 2, the server machine interprets 
the message as a request to invoke a service and invokes the service. In step 3, 
the server machine sends a reply message to the client machine. Step 3 is 
optional for the case where the client machine does not require a reply message. 

Merrick reference at 13:66-14:19. 
An RPC protocol must include a transfer protocol. This application defines a 
transfer protocol as a mechanism for transferring messages between 
communicating programs. XML RPC may use any of a number of known 
transfer protocols, including network-specific protocols such as HTTP, SMTP, 
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or FTP. FIG. 4 illustrates this process for the case where the transfer protocol is 
one of HTTP, SMTP, or FTP and the messages are transmitted across the 
Internet. According to the XML RPC procedure, and as depicted in step 1 of the 
figure, a client uses the transfer protocol to send an XML-based message to a 
server. This message is known as the request message. When HTTP is the 
transfer protocol, it is natural to accomplish this via HTTP's POST method. As 
shown in step 2, the server interprets the request message as a request to perform 
a particular service and performs the service. The server may perform this 
service using information found in the request message. When the service 
completes, the server generates a reply message. The reply message may contain 
information describing the results of the service. In step 3 the server then 
transmits the reply message to the client that initiated the request. 

Merrick reference at 14:40-58. 
One way to implement the RPC mechanism is to isolate the wire protocol layer 
from the service layer. One may isolate these layers on the client machine, on 
the server machine, or on both machines. FIG. 5 depicts an implementation in 
which the layers are isolated on the server machine. This application uses the 
term “integration server” to identify the layer that sits between the client 
machine and the service. In step 1, the client machine generates a request 
message and sends it to the integration server. The request message contains a 
set of input arguments. In step 2, the integration server extracts the arguments 
from the request message and passes the arguments to a service, invoking the 
service in the process. As shown in step 3, the service then performs an action. 
The action may be based on the input arguments that the integration server 
provided to it. In step 4, the service completes and returns output arguments to 
the integration server. The integration server generates a reply message that 
contains the output arguments and transmits the reply message to the client 
machine, as shown in step 5. 

See also Merrick reference at 17:10-34; 18:40-19:6; 29:21-34:25. 
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PAAM ’98 Tutorial discloses “a layer of conversational protocol defined by event types 
and parameter lists associated with one or more of the events.” 
See, e.g., PAAM ’98 Tutorial at p.27 (emphasis in original).  

One of the most important program elements expressed in ICL is the event. The 
activities of every agent, as well as communications between agents, are 
structured around the transmission and handling of events.  In communications, 
events serve as messages between agents; in regulating the activities of 
individual agents, they may be thought of as goals to be satisfied.  Each event 
has a type, a set of parameters, and content.  ICL includes a layer of 
conversational protocol (defined by the event types, together with the parameter 
lists). 

 
See also, PAAM ’98 Tutorial at p.28 (emphasis in original). (Event is, e.g., “solvable” 
and parameters that refine the event are, e.g., “type: {data, procedure}, private: 
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Boolean, utility: [0 . . .10]” listed under sub-bullets, and “[write(true)]” identified in the 
example). 

Two major types of solvables are distinguished: procedure solvables and data 
solvables. Intuitively, a procedure solvable performs a test or action, whereas a 
data solvable provides access to a collection of data . . . A request for one of an 
agent's services normally arrives in the form of an event from the agent's 
facilitator.  This event is then handled by the appropriate handler. 

 
See also, PAAM ’98 Tutorial at p.29 (emphasis in original.) (Event is, for example, 
“oaa_Solve”, “oaa_AddData”, “oaa_AddTrigger” and parameters that refine the event 
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are, e.g., “High-level task types: query, action, inform, . . . ” “low-level: 
solution_limit(N), time_limit(T), parallel_ok(TF), priority(P), address(Agt), 
reply(Mode), block(TF), collect(Mode), …” listed under sub-bullets, and 
“[query(var(P))]” identified in the example.  

An agent requests services by sending goals to its facilitator.  Each goal contains 
calls to one or more solvables . . . The OAA libraries provide an agent with a 
single, unified point of entry for requesting services of other agents: the library 
procedure oaa_Solve. 

   
See also, PAAM ’98 Tutorial at p.30 (Event is, for example, “oaa_Solve()” and 
parameters associated with and refining the event, including, for example, 
“[strategy(query)]” and “[strategy(action)]”). 



 

Preliminary Invalidity Contentions Page 61  

 ’115 Patent Claim Language Invalidity in View of Prior Art 
 

 
See also, PAAM ’98 Tutorial at p.32 (emphasis in original).  

[P]arameters [are] specified with the solvable's declaration.  For example, the 
parameter single_value is used to indicate that the solvable should only contain 
a single fact at any given point in time. The parameter unique_values indicates 
that no duplicate values should be stored. Other parameters can allow data 
solvables to make use of the concepts of ownership and persistence. 
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See also, PAAM ’98 Tutorial at p.34.  
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See also, PAAM ’98 Tutorial at p.48 (Event is, for example, “oaa_Solve()” and 
parameters are, for example, “[],” identified in the example).  
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OAA discloses “a layer of conversational protocol defined by event types and parameter 
lists associated with one or more of the events.” 
See, e.g., OAA Tutorial at 3 (identifying messages in ICL with a conversation layer that 
identifies event types (e.g., “solve”) and parameters lists associated with one or more 
of the events, and refining the one or more events (e.g., “[solution_limit(1)]” among 
numerous other possible parameters)). 
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See also, OAA Agents, p. 58 (identifying messages in ICL with a conversation layer, 
including, for example, “recognize_speech(Utterance)” where “solve” identifies the 
“event” and “[]” identifies the parameter list associated with and refining the event). 

 
 

See also, OAA Agents, p. 59 (identifying messages in ICL with a conversation layer, 
including, for example, “recognize_speech(Utterance,NLResult)” where “solve” 
identifies the “event” and “[]” identifies the parameter list associated with and 
refining the event). 
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See also, OAA Agents, p. 64 (identifying messages in ICL with a conversation layer, 
including, for example, “start(open_mic)” where “solve” identifies the “event” and 
“[broadcast]” identifies the parameter list associated with and refining the event). 
 

 
 
See also, Agentlib.c, lines 1-79 (identifying messages in ICL with a conversation 
layer, including, for example, the event “solve(ID,Goal)” and “param_value” that 
holds the extracted values from the parameter list). 
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See also, Agentlib.c, lines 1229-1274 (identifying extracted values from a parameter 
list in the form “[p(val), p2(Val2)]” held in “param_value”). 
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See also, Agentlib.c, lines 2354-2435 (identifying messages in ICL with a 
conversation layer, including, for example, the “solve” event and numerous types of 
parameters associated with and refining the “solve” event (e.g., “level_limit(N),” 
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“address(KS),” “and_parallel,” “or_parallel,” “broadcast,” “solution_limit(N),” and 
“time_limit(N), among others)). 
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Martin discloses a layer of conversational protocol defined by event types and 
parameter lists associated with one or more of the events. 
See, e.g.,: 

 The ICL includes a layer of conversational protocol, similar in spirit to that 
provided by KQML. and a content layer, analogous to that provided by KIF. 
The conversational layer of ICL is defined by the event types, together with 
the parameter lists that are associated with certain of these event types. . . . The 
conversational protocol makes use of an orthogonal, parameterized approach. 
That is, the conversational aspects of each element of an interagent 
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conversation are represented by a selection of an event type, in combination 
with a selection of values for an orthogonal set of parameters. 

Martin at 363. 
See also, e.g.,: 

While it is possible to embed content expressed in other languages within an 
ICL event, it is advantageous to express content in ICL wherever possible. The 
primary reason for this is to allow the facilitator access to the content, as well 
as the conversational layer, in delegating requests. 

Id. 
Genesereth ’97 discloses “a layer of conversational protocol defined by event types and 
parameter lists associated with one or more of the events.” 
See, e.g., Genesereth ’97 at 322 (emphasis added). 

ACL can best be thought of as consisting of three parts: an “inner” language 
called KIF (Knowledge Interchange Format), its vocabulary, and an “outer” 
language called KQML (Knowledge Query and Manipulation Language). 
An ACL message is a KQML expression in which the “arguments’” are terms 
or sentences in KIF formed from words in the ACL vocabulary. 

See also, Genesereth ’97 at 324. 
Knowledge Query and Manipulation Language (KQML)  
While it is possible to design an entire communication framework in which all 
messages take the form of KIF sentences, this would be inefficient. Because of 
the contextual independence of KIF's Labrou, each message would have to 
include any implicit information about the sender, the receiver, the time of the 
message, message history, and so forth. The efficiency of communication can 
be enhanced by providing a linguistic layer in which context is taken into 
account. This is the function of KQML. 
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See also, Genesereth ’97 at 224. 

As used in ACL, each KQML message is a list of components enclosed in 
matching parentheses. The first word in the list indicates the type of 
communication. The subsequent entries are KIF expressions appropriate to that 
communication, in effect the “arguments.”  
Intuitively, each message in KQML is one piece of a dialogue between the 
sender and the receiver, and KQML provides support for a wide variety of such 
dialogue types. 

See also, Genesereth ’97 at 225. 
The expression shown below is the simplest possible KQML dialog. In this case, 
there is just one message: a simple notification. The sender is conveying the 
enclosed sentence to the receiver. In general, there is no expectation on the 
sender's part about what use the receiver will make of this information. 

A to B: (tell (> 3 2)) 
The following dialogue is a little more interesting. In this case, the first message 
is a request for the receiver to execute the operation of printing a string to its 
standard i/o stream. The second message tells the sender that the request has 
been satisfied. 

A to B:(perform (print “Hello!” t)) 
B to A: (reply done) 

In the dialogue shown below, the sender is asking the receiver a question in an 
ask-if message. The receiver then sends the answer to the original sender in a 
reply message. 

A to B: (ask-if (> (size chip1) (size chip2))) 
B to A: (reply true) 

In the following case, the sender asks the receiver to send it a notification 
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whenever it receives information about the position of an object. The receiver 
sends it three such sentences, after which the original sender cancels the service. 

A to B: (subscribe (position ?x ?r ?c)) 
B to A: (tell (position chip1 8 10)) 
B to A: (tell (position chip2 8 46)) 
B to A: (tell (position chip3 8 64)) 
A to B: (unsubscribe (position ?x ?r ?c)) 

In addition to simple notifications, commands, questions, and subscriptions, 
KQML also contains support for delayed and conditional operations, requests 
for bids, offers, promises, and so forth. 

See also, Genesereth ’97 at 324 (identifying “ontology,” which is a parameter 
associated with and refining the event). 

Vocabulary  
In order for programs to communicate about an application area, they must use 
words that refer to the objects, functions, and relations appropriate to that 
application area, and they must use these words consistently. One way to 
promote this consistency is to create an open-ended dictionary of words 
appropriate to common application areas. Each word in the dictionary would 
have an English description for use by humans in understanding the meaning of 
the word, and each word would have KIF annotations for use by facilitators in 
mediating disagreements of terminology. 
Note that, in proposing such a dictionary I am not proposing that there be one 
standard way of encoding information in each application area. Indeed, the 
dictionary would probably contain multiple ontologies for many areas. For 
example, we would expect it to contain vocabulary for describing three 
dimensional geometry in terms of polar coordinates, rectangular coordinates, 
cylindrical coordinates, and so on. Each program could use whichever ontology 
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is most convenient. The formal definitions of the words associated with any one 
of these ontologies could then be used by the facilitator in translating messages 
using one ontology into messages using the other ontology. These issues are 
discussed in more detail in the section on translation. 

See also, Genesereth ’97 at 326 (identifying “ask-all” as the event type). 
If some other agent A1 wants to know the dealers of NEC, it may communicate 
the following request to the facilitator: 

(ask-all ?x (dealer ?x nec)) 
The facilitator examines its knowledge base and determines that the business-
agent can handle the request. The facilitator sends the request to the business-
agent, gets the answer, and passes it to A1. Agent A1 is completely unaware of 
the sequence of steps performed in servicing its request. 

See also, Genesereth ’97 at 327 (identifying “tell” as the event type). 
This states that the cs-manager agent is interested only in the release of PC-
compatible computers from IBM, Toshiba, NEC, and Micro-International. If 
another agent transmits the following fact to the facilitator: 

(tell (released micro-international PC 6500D)) 
then the facilitator will examine its knowledge base and find that the agent cs-
manager is interested in expressions of this form, and it will send the same 
KQML expression to the cs-manager. 

See also, Genesereth ’97 at 333 (emphasis added). 
Agents in a system may interoperate even when they are not created using the 
same programming language or development framework. Like programming 
“objects,” agents define message-based interfaces that are independent of their 
respective internal data structures and algorithms. The translation capability of 
facilitators extends this significantly by making interoperation independent of 
the agent interface (the KQML expressions the agent can handle). An agent 
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IN THE UNITED STATES DISTRICT COURT 
DISTRICT OF DELAWARE  

 
IPA TECHNOLOGIES INC., 

Plaintiff, 
v. 

AMAZON.COM, INC., and AMAZON 
DIGITAL SERVICES LLC, 

Defendants. 
 

 
 

 
C.A. No. 1:16-cv-1266-RGA 

 

 
PLAINTIFF IPA TECHNOLOGIES INC.’S  

NOTICE OF REDUCTION OF ASSERTED CLAIMS 

Pursuant to the Court’s orders during the discovery conference held on July 24, 2020, 

Plaintiff IPA Technologies Inc. (“IPA”) hereby provides notice of its reduction of asserted 

claims against Defendants Amazon.com, Inc. and Amazon Digital Services LLC (collectively 

“Amazon”). IPA hereby narrows the claims asserted against Amazon in this matter to the 

following: 

1. U.S. Patent No. 6,851,115: Claims 1, 5, 6, 7, 10, 11, 15, 29, 34, 35, 38, 61, 62, 64, 69, 

71; 

2. U.S. Patent No. 7,069,560: Claims 1, 20, 22, 26, 28, 29, 34, 45, 50; and  

3. U.S. Patent No. 7,036,128: Claims 23, 24, 25, 26, 40. 

 
IPA previously served infringement contentions for the above-identified claims. 
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Steven W. Hartsell 
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Kevin P. Potere 
Tara M. Williams 
SKIERMONT DERBY LLP 
1601 Elm Street, Suite 4400 
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shartsell@skiermontderby.com  
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(213) 788-4500 
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/s/Stephen B. Brauerman 
Stephen B. Brauerman (sb4952) 
600 N. King Street, Suite 400 
Wilmington, DE 19801 
(302) 655-5000 
sbrauerman@bayardlaw.com 
 
Attorneys for Plaintiff,  
IPA Technologies, Inc. 
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IN THE UNITED STATES DISTRICT COURT 
DISTRICT OF DELAWARE 

 
IPA TECHNOLOGIES, INC., 
 

Plaintiff, 
 

v. 
 
AMAZON.COM, INC. and AMAZON DIGITAL 
SERVICES LLC, 
 

Defendants. 
 

 

 

C.A. No.  1:16-CV-01266-RGA-SRF 

 

 
 

DEFENDANTS’ SECOND SUPPLEMENTAL INVALIDITY CONTENTIONS  
 

I. INTRODUCTION 

Pursuant to Fed. R. Civ. P. 26(e)(l)(A) and footnote 4 of the Default Standard, defendants 

Amazon.com, Inc. and Amazon Digital Services, LLC1 (collectively, “Amazon” or “Defendants”) 

provide the following Second Supplemental Invalidity Contentions to plaintiff IPA Technologies, 

Inc. (“IPA” or “Plaintiff’) regarding the currently asserted claims of U.S. Patent Nos. 6,851,115 

(“the ’115 patent”); 7,036,128 (“the ’128 patent”); and 7,069,560 (“the ’560 patent”) (collectively, 

the “Asserted Patents”).  Amazon provides this supplement in view of RETSINA source code and 

publications received from Carnegie Mellon University and KQML/KIF specifications identified 

by Amazon during the course of discovery.  Amazon reserves the right to provide further 

supplements in view of additional productions or documents received from third parties or that 

Amazon locates from ongoing investigations.  Amazon incorporates the Preliminary Invalidity 

                                                 
1 On January 1, 2020, Amazon Digital Services, LLC merged into Amazon.com Services LLC. 
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Contentions and First Supplemental Invalidity Contentions by reference in these Second 

Supplemental Invalidity Contentions. 

Plaintiff has narrowed its asserted claims of the Asserted Patents against Amazon as 

identified in the below table (collectively, the “Asserted Claims”). 

Patent Asserted Claims 
’115 patent 1, 5, 6, 7, 10, 11, 15, 29, 34, 35, 38, 61, 

62, 64, 69, 71 
’128 patent 23, 24, 25, 26, 40 

’560 patent 1, 20, 22, 26, 28, 29, 34, 45, 50 

These Second Supplemental Invalidity Contentions include certain amended and added 

invalidity arguments based on information obtained through the course of discovery.  Amazon 

reserves the right to combine invalidity arguments and references disclosed in the Preliminary 

Invalidity Contentions, First Supplemental Invalidity Contentions, and/or Second Supplemental 

Invalidity Contentions as identified herein. 

Amazon provides Invalidity Contentions for the above-identified Asserted Claims of the 

Asserted Patents.  To the extent IPA later attempts to assert additional claims against Amazon, 

Amazon reserves the right to amend its Invalidity Contentions and contend that any additional 

claims are also invalid.  Amazon’s Invalidity Contentions are not an admission of validity as to 

any other claims of the Asserted Patents.  Amazon retains full rights to rely on and elect whatever 

prior art it deems appropriate for its trial.   

Based on Amazon’s investigation and knowledge developed to date, Amazon: (a) identifies 

each currently known item of prior art that anticipates and/or renders obvious the Asserted Claims; 

(b) states whether each such item of prior art anticipates the Asserted Claims or renders the 

Asserted Claims obvious (alone or in combination); (c) provides claim charts identifying where 

specifically in each item of prior art each element of the Asserted Claims is found; and (d) identifies 
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grounds of invalidity of the Asserted Claims under 35 U.S.C. § 112 based on indefiniteness, 

enablement, and/or written description.  

Amazon incorporates by reference all prior art references, charts, theories, and disclosures 

served on IPA in any prior or pending court action or proceeding before the Patent Trial and Appeal 

Board involving any of the Asserted Patents as through set forth fully herein, including but not 

limited to, IPA Technologies, Inc. v. Amazon.com, Inc., No. 16-cv-01266-RGA (D. Del.), IPA 

Technologies, Inc. v. Microsoft Corp., No. 18-cv-01-RGA (D. Del.), IPA Technologies, Inc. v. 

Google LLC., No. 18-cv-318-RGA (D. Del.), Google LLC v. IPA Technologies, Inc., IPR2019-

00728 (Feb. 26, 2019), Google LLC v. IPA Technologies, Inc., IPR 2019-00729 (Feb. 26, 2019), 

Google LLC v. IPA Technologies, Inc., IPR 2019-00730 (Feb. 26, 2019), Google LLC v. IPA 

Technologies, Inc., IPR 2019-00731 (Feb. 26, 2019), Google LLC v. IPA Technologies, Inc., IPR 

2019-00732 (Feb. 26, 2019), Google LLC v. IPA Technologies, Inc., IPR 2019-00733 (Feb. 26, 

2019), Google LLC v. IPA Technologies, Inc., IPR 2019-00734 (Feb. 26, 2019), Google LLC v. IPA 

Technologies, Inc., IPR 2019-00735 (Feb. 26, 2019), Google LLC v. IPA Technologies, Inc., IPR 

2019-00736 (Feb. 26, 2019), Microsoft Corp., v. IPA Technologies, Inc., IPR2019-00810 (March 

19, 2019), Microsoft Corp., v. IPA Technologies, Inc., IPR2019-00811 (March 19, 2019), Microsoft 

Corp., v. IPA Technologies, Inc., IPR2019-00812 (March 19, 2019), Microsoft Corp., v. IPA 

Technologies, Inc., IPR2019-00813 (March 19, 2019), Microsoft Corp., v. IPA Technologies, Inc., 

IPR2019-00814 (March 19, 2019), Microsoft Corp., v. IPA Technologies, Inc., IPR2019-00835 

(March 19, 2019), Microsoft Corp., v. IPA Technologies, Inc., IPR2019-00836 (March 19, 2019), 

Microsoft Corp., v. IPA Technologies, Inc., IPR2019-00837 (March 19, 2019), Microsoft Corp., v. 

IPA Technologies, Inc., IPR2019-00838 (March 20, 2019), Microsoft Corp., v. IPA Technologies, 

Inc., IPR2019-00839 (March 20, 2019), Microsoft Corp., v. IPA Technologies, Inc., IPR2019-
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00840 (March 20, 2019).  As stated above, Amazon also incorporates by reference the previously 

served Preliminary Invalidity Contentions and First Supplemental Invalidity Contentions. 

Amazon’s invalidity contentions are based on information reasonably available at this time 

with respect to the Asserted Claim(s), and are necessarily preliminary and may require subsequent 

amendment, modification, and/or supplementation.  Amazon reserves the right to amend, modify, 

and/or supplement these invalidity contentions based on, among other things, amendments, 

modifications or supplements to IPA’s infringement contentions, further investigation, third-party 

discovery, fact or expert discovery and/or evaluation of the scope and content of the prior art 

(including, for example, the prior art from all other cases in which IPA asserted one or more of the 

Asserted Patents), disclosure of the parties’ claim constructions, an order construing the Asserted 

Claims, new developments in the case, or any other basis contemplated by the Federal Rules of 

Civil Procedure, the Court’s Local Rules, and any other applicable order entered by the Court.2  

Moreover, fact discovery is ongoing and Amazon has not obtained deposition testimony 

from any of the named inventors of the Asserted Patents or any third party, including, without 

limitation, deposition of any third party identified in these invalidity contentions. Amazon expects 

further discovery will reveal additional prior art, including related disclosures and corresponding 

evidence for many of the prior art references identified herein.  As such, Amazon has not yet 

completed their investigation, discovery or analysis of matters relating to the validity or 

enforceability of the Asserted Claim(s), including, without limitation, invalidity due to on-sale 

statutory bars, public use statutory bars, improper inventorship, or unenforceability due to 

inequitable conduct.  The disclosures herein are not and should not be construed as a statement 

                                                 
2 See, e.g., Default Standard for Discovery, Including Discovery of Electronically Stored 

Information (“ESI”), at ¶ 4 n.3 (“As these disclosures are ‘initial,’ each party shall be 
permitted to supplement.”). 
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that no other persons have discoverable information, that no other documents, data compilations, 

and/or tangible things exist that Amazon may use to support its claims or defenses, or that no other 

legal theories or factual bases will be pursued.  Accordingly, Amazon reserves the right to amend, 

modify and/or supplement these invalidity contentions as additional information is discovered, 

identified or otherwise appreciated, including testimony about the scope and content of the prior 

art and the claimed inventions. 

For example, Amazon continue to engage in third-party discovery, including as a result of 

third-party subpoenas served on SRI International, Rensselaer Polytechnic Institute, IEEE, Inc., 

Texas Instruments, and Carnegie Mellon.  Further, Amazon is still evaluating the large universe 

of potential prior art to identify additional prior art systems, publications related to those systems, 

and the proper third parties from which to seek such discovery.    

These Second Supplemental Invalidity Contentions are based on Amazon’s present 

understanding of IPA’s infringement contentions served on Amazon on July 10, 2019.  Nothing in 

these contentions should be regarded as conceding that IPA’s infringement contentions are legally 

or factually adequate or as necessarily reflecting the proper interpretation of the claims or an 

interpretation of the claims that Amazon agrees with or proposes.  The Markman hearing was held 

on May 14, 2020, and the Court entered its Claim Construction Order on May 26, 2020.  D.I. 126. 

Amazon disputes IPA’s apparent claim interpretations.  To the extent additional information 

regarding IPA’s infringement contentions becomes available, Amazon anticipates that it will 

provide corresponding invalidity contentions correlating IPA’s interpretation of the claims with 

the prior art and Amazon may thus amend its invalidity contentions accordingly as applicable to 

the claims asserted by IPA against Amazon. 

Nothing in these invalidity contentions shall be treated as an admission that any of 



 

6 

Amazon’s accused products meets any limitation of the Asserted Claims.  Amazon denies that it 

infringes any claim of the Asserted Patents.  To the extent that any prior art reference identified by 

Amazon contains a claim element that is the same as or similar to an element in an accused product, 

inclusion of that reference in Amazon’s invalidity contentions shall not be deemed a waiver of any 

claim construction or non-infringement position.  Any use of these invalidity contentions to 

support any allegation of infringement would be misleading, false, and wrong as a matter of law 

and fact.   

 Unless otherwise specified, the invalidity contentions set forth herein are based on the 

alleged priority dates of the Asserted Patent asserted by IPA in its infringement contentions.  To 

the extent IPA asserts entitlement to an earlier priority date for prior art purposes, Amazon reserves 

the right to amend these contentions.  Further, nothing in these contentions constitutes an 

admission concerning the priority dates, conception date or reduction to practice of the Asserted 

Claims of the Asserted Patents. 

II. IDENTIFICATION OF PRIOR ART  

The concepts disclosed and claimed in each of the Asserted Patents are not new, and had 

been disclosed, and actively practiced by others prior to the claimed invention date.  The prior art 

includes various documents, products, patents and inventions that separately and together render 

the Asserted Claims invalid.  In addition, as described in more detail in the Preliminary Invalidity 

Contentions and First Supplemental Invalidity Contentions, claims of the Asserted Patents are 

invalid under 35 U.S.C. § 112. 

Amazon asserts that the prior art listed in Exhibits A–D, individually or in combination, 

invalidate(s) the Asserted Claims.  Amazon identifies patents, publications, and the products and 

systems they describe as prior art under 35 U.S.C. §§102 (a), (b), (e), (g) and §103.  Amazon 

asserts that as of the date of these invalidity contentions, these products and systems: (1) were 
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known or used in this country before the alleged invention of the claimed subject matter of the 

Asserted Claims, (2) were in public use and/or on sale in this country more than one year before 

the filing date of the patent, and/or (3) were invented in this country by another who did not 

abandon, suppress, or conceal, before the alleged invention of the claimed subject matter of the 

asserted claim.  These prior art products and systems and their associated patents and/or printed 

publications individually anticipate and/or collectively render obvious each of the Asserted 

Claims. 

These prior art references and products disclose each and every element of one or more of 

the Asserted Claims either explicitly, inherently, or via an obvious combination and may also be 

relied upon to show the state of the art in the relevant timeframes.  The date these prior art items 

were offered for sale or publicly used or known, is at least as early as the date the related 

publications were published.  Amazon anticipates that the actual dates, circumstances, and 

identities of individuals will be the subject of third party discovery during this lawsuit.  Amazon 

therefore reserves the right to modify, amend, or supplement these invalidity contentions if 

additional information becomes available during the course of discovery. 

A. THE ’115 PATENT 

1. IDENTIFICATION ON CLAIM-BY-CLAIM BASES OF 
INVALIDITY 

Amazon identifies, on a claim-by-claim basis, its contention of whether each asserted claim 

of the Asserted Patents is invalidated under 35 U.S.C. § 102 and/or 103. 

Patent Claim Identification of invalidity 
’115 Patent 1  This claim is invalid under 35 U.S.C. § 102 and/or §103. 

5 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
6 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
7 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
10 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
11 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
15 This claim is invalid under 35 U.S.C. § 102 and/or §103. 



 

8 

Patent Claim Identification of invalidity 
29 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
34 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
35 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
38 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
61 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
62 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
64 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
69 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
71 This claim is invalid under 35 U.S.C. § 102 and/or §103. 

 
2. IDENTIFICATION OF ANTICIPATING PRIOR ART 

Prior art references anticipating one or more of the Asserted Claims are listed in the tables 

below.  The attached claim chart in Exhibit A-26 demonstrates where each limitation of the 

anticipated claims is found in certain of the references listed below, either expressly or inherently 

in the larger context of the passage, or inherently as the reference as a whole is understood by a 

person having ordinary skill in the art.  At least the following patents and publications are prior art 

under at least 35 U.S.C. §§ 102(a), (b), (e) and/or (g).   

 
a. Prior Art Publications That Anticipate the Asserted Claims of 

the ’115 Patent  

Title Date of 
Publication 

Author/Publisher Short Cite 

RETSINA System3 1994-1997 Carnegie Mellon 
University 

“RETSINA 
System” 

                                                 
3 Upon information and belief, the public disclosures and demonstrations of the RETSINA 

System and various implementations of the RETSINA System between the years 1994-1997 
includes, but is not limited to: (1) Katia Sycara et al., “Distributed Intelligent Agents” 
(December 1996), available at https://www.cs.cmu.edu/~softagents/papers/ieee-
agents96.pdf; (2) Katia Sycara et al., “Coordination of Multiple Intelligent Software 
Agents,” (1995), available at https://www.cs.cmu.edu/~softagents/papers/ijcis-pleiades.pdf; 
(3) Keith Decker et al., “Middle-Agents for the Internet” (1997), available at 
http://www.cs.cmu.edu/~softagents/papers/ijcai97-final.pdf; (4) Mike Williamson, et al., 
“Unified Information and Control Flow in Hierarchical Task Networks” (1996), available at 
https://www.cs.cmu.edu/~softagents/papers/provisions.pdf; (5) Mike Williamson et al., 
“Executing Decision-theoretic Plans in Multi-agent Environments” (1996), available at 
https://www.aaai.org/Papers/Symposia/Fall/1996/FS-96-01/FS96-01-026.pdf; and (6) the 
RETSINA publications identified in Exhibits A-22, B-22, C-22 and D of Defendant’s 
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Title Date of 
Publication 

Author/Publisher Short Cite 

Distributed Intelligent Agents December 
19964 

Katia Sycara, et al. “Sycara 2” 

 
b. Prior Art Systems/Services That Anticipate the Asserted 

Claims of the ’115 Patent  

System/Service Relevant Dates Persons/Entities 
Involved in Prior Use, 
Sale, and/or Offers for 

Sale 

Short Cite 

RETSINA System 1994-1997 Carnegie Mellon 
University designed, 
developed, used, 
advertised, published, 
and also offered for sale 
and/or sold to its 
customers this system as 
evidenced at least by the 
documents identified 
herein. 

RETSINA System 

 

3. IDENTIFICATION OF INVALIDITY DUE TO OBVIOUSNESS 

a. Obviousness Combinations 

The attached claim charts in Exhibits A-23 and A-26, in combination with the claim chart 

of Exhibit A-X from the Preliminary Invalidity Contentions demonstrate that each prior art 

reference disclosed in the preceding sections, either alone or in combination with other prior art, 

or in combination with the knowledge of one skilled in the art, also renders the Asserted Claims 

invalid as obvious.  Furthermore, Amazon identifies at least the following additional prior art 

                                                 
Preliminary Infringement Contentions.  Additionally, the RETSINA demonstrations 
produced together with these Second Supplemental Invalidity contentions further 
demonstrate the and public availability of the RETSINA system. 

4 Upon information and belief, this paper was published in IEEE Intelligent Systems, volume 11, 
no. 6, pp. 36-46 in December 1996 and is publicly available on Carnegie Mellon 
University’s website (available at https://www.cs.cmu.edu/~softagents/papers/ieee-
agents96.pdf). 
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references that either alone or in combination with any of the anticipatory prior art references 

(identified above or in the Preliminary Invalidity Contentions), the knowledge of a person having 

ordinary skill in the art, and/or other prior art renders the Asserted Claims invalid as obvious under 

35 U.S.C. § 103: 

b. Additional Prior Art Publications That Render Obvious the 
Asserted Claims of the ’115 Patent 

Title Date of 
Publication 

Author/Publisher Short Cite 

RETSINA System 1994-1997 Carnegie Mellon 
University 

“RETSINA 
System” 

Distributed Intelligent Agents December 
1996 

Katia Sycara, et al. “Sycara 2” 

Middle-Agents for the Internet 19975 Keith Decker, et al. “Decker 3” 
Designing a Multi-Agent 
Portfolio Management System 

19976 Keith Decker, et al. “Decker 4” 

Matchmaking and Brokering 19967 Keith Decker, et al. “Decker 5” 
Unified Information and 
Control Flow in Hierarchical 
Task Networks 

19968 Mike Williamson, et 
al. 

“Williamson” 

Executing Decision-theoretic 
Plans in Multi-agent 
Environments 

19969 Mike Williamson, et 
al. 

“Williamson 2” 

Specification of the KQML 
Agent-Communication 
Language 

199310 Tim Finin, et al. “KQML 1993” 

                                                 
5 Upon information and belief, this paper was presented in the Proceedings of the Fifteenth 

International Joint Conference on Artificial Intelligence in 1997 and is available at 
http://citeseerx.ist.psu.edu/viewdoc/download?doi=10.1.1.421.8870&rep=rep1&type=pdf. 

6 Upon information and belief, this paper was presented in the Proceedings of AAAI-96 and is 
available at https://www.aaai.org/Papers/Workshops/1996/WS-96-06/WS96-06-004.pdf. 

7 Upon information and belief, this paper was published in 1996 and is available at 
https://www.cs.cmu.edu/~softagents/papers/icmas96-matchbroker.pdf. 

8 Upon information and belief, this paper was presented in the Proceedings of the AAAI-96 
Workshop on Theories of Planning, Action, and Control in 1996 and is available at 
https://www.cs.cmu.edu/~softagents/papers/provisions.pdf. 

9 Upon information and belief, this paper was presented in the Proceedings of the AAAI-96 
Workshop on Theories of Planning, Action, and Control in 1996 and is available at 
https://www.aaai.org/Papers/Symposia/Fall/1996/FS-96-01/FS96-01-026.pdf. 

10 Upon information and belief, this KQML specification was published in 1993 and is available 
at https://www.csee.umbc.edu/csee/research/kqml/papers/kqmlspec.pdf. 
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Title Date of 
Publication 

Author/Publisher Short Cite 

A Proposal for a new KQML 
Specification 

199711 Yannis Labrou, et al. “KQML 1997” 

c. Additional Prior Art Systems/Services That Render Obvious 
the Asserted Claims of the ’115 Patent 

System/Service Relevant Dates Persons/Entities 
Involved in Prior Use, 
Sale, and/or Offers for 

Sale 

Short Cite 

RETSINA System 1994-1997 Carnegie Mellon 
University designed, 
developed, used, 
advertised, published, 
and also offered for sale 
and/or sold to its 
customers this system as 
evidenced at least by the 
documents identified 
herein. 

RETSINA System 

 

d. Motivation for Combining Identified Combinations of Prior 
Art 

The combinations of references provided in the accompanying prior art reference charts in 

Exhibits A-23 and A-26, in combination with the claim chart of Exhibit A-X from the Preliminary 

Invalidity Contentions are exemplary and are not intended to be exhaustive.  Amazon incorporates 

by reference the reservation of rights, legal standard, and motivation to combine set forth in Section 

II.A.3.e. of the Preliminary Invalidity Contentions, as though fully set forth herein.  The 

motivations to combine such references identified in Section II.A.3.e of the Preliminary Invalidity 

Contentions are equally applicable to the prior art identified above, and are incorporated by 

reference as though fully set forth herein.  In particular, RETSINA system, Sycara 2, Decker 3, 

Decker 4, Decker 5, Williamson, Williamson 2, KQML 93, and KQML 97 are references related 

                                                 
11 Upon information and belief, this KQML specification was published in 1997 and is available 

at https://www.csee.umbc.edu/csee/research/kqml/papers/kqml97.pdf. 
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to the KQML and KIF software agent architecture (referred to as “KQML/KIF Prior Art” in the 

Preliminary Invalidity Contentions). 

B. THE ’128 PATENT 

1. IDENTIFICATION ON CLAIM-BY-CLAIM BASES OF 
INVALIDITY 

Amazon identifies, on a claim-by-claim basis, their contention of whether each asserted 

claim of the Asserted Patents is invalidated under 35 U.S.C. § 102 and/or 103. 

Patent Claim Identification of invalidity 
 23 This claim is invalid under 35 U.S.C. § 102 and/or §103. 

24 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
25 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
26 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
40 This claim is invalid under 35 U.S.C. § 102 and/or §103. 

 
2. IDENTIFICATION OF ANTICIPATING PRIOR ART 

Prior art references anticipating one or more of the Asserted Claims are listed in the tables 

below.  The attached claim chart in Exhibit B-26 demonstrates where each limitation of the 

anticipated claims is found in certain of the references listed below, either expressly or inherently 

in the larger context of the passage, or inherently as the reference as a whole is understood by a 

person having ordinary skill in the art.  The following patents and publications are prior art under 

at least 35 U.S.C. §§ 102(a), (b), or (e). 

 
a. Prior Art Publications That Anticipate the Asserted Claims of 

the ’128 Patent  

Title Date of 
Publication 

Author/Publisher Short Cite 

RETSINA System12 1994-1997 Carnegie Mellon 
University 

“RETSINA 
System” 

                                                 
12 Upon information and belief, the public disclosures and demonstrations of the RETSINA 

System and various implementations of the RETSINA System between the years 1994-1997 
includes, but is not limited to: (1) Katia Sycara et al., “Distributed Intelligent Agents” 
(December 1996), available at https://www.cs.cmu.edu/~softagents/papers/ieee-
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Title Date of 
Publication 

Author/Publisher Short Cite 

Distributed Intelligent Agents December 
199613 

Katia Sycara, et al. “Sycara 2” 

 
b. Prior Art Systems/Services That Anticipate the Asserted 

Claims of the ’128 Patent  

System/Service Relevant Dates Persons/Entities 
Involved in Prior Use, 
Sale, and/or Offers for 

Sale 

Short Cite 

RETSINA System 1994-1997 Carnegie Mellon 
University designed, 
developed, used, 
advertised, published, 
and also offered for sale 
and/or sold to its 
customers this system as 
evidenced at least by the 
documents identified 
herein. 

RETSINA System 

 

                                                 
agents96.pdf; (2) Katia Sycara et al., “Coordination of Multiple Intelligent Software 
Agents,” (1995), available at https://www.cs.cmu.edu/~softagents/papers/ijcis-pleiades.pdf; 
(3) Keith Decker et al., “Middle-Agents for the Internet” (1997), available at 
http://www.cs.cmu.edu/~softagents/papers/ijcai97-final.pdf; (4) Mike Williamson, et al., 
“Unified Information and Control Flow in Hierarchical Task Networks” (1996), available at 
https://www.cs.cmu.edu/~softagents/papers/provisions.pdf; (5) Mike Williamson et al., 
“Executing Decision-theoretic Plans in Multi-agent Environments” (1996), available at 
https://www.aaai.org/Papers/Symposia/Fall/1996/FS-96-01/FS96-01-026.pdf; and (6) the 
RETSINA publications identified in Exhibits A-22, B-22, C-22 and D of Defendant’s 
Preliminary Infringement Contentions.  Additionally, the RETSINA demonstrations 
produced together with these Second Supplemental Invalidity contentions further 
demonstrate the and public availability of the RETSINA system. 

13 Upon information and belief, this paper was published in IEEE Intelligent Systems, volume 
11, no. 6, pp. 36-46 in December 1996 and is publicly available on Carnegie Mellon 
University’s website (available at https://www.cs.cmu.edu/~softagents/papers/ieee-
agents96.pdf). 
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3. IDENTIFICATION OF INVALIDITY DUE TO OBVIOUSNESS 

a. Obviousness Combinations 

The attached claim charts in Exhibits B-23 and B-26, in combination with the claim chart 

of Exhibit B-X from the Preliminary Invalidity Contentions demonstrate that each prior art 

reference disclosed in the preceding sections, either alone or in combination with other prior art, 

or in combination with the knowledge of one skilled in the art, also renders the Asserted Claims 

invalid as obvious.  Furthermore, Amazon identifies at least the following additional prior art 

references that either alone or in combination with any of the anticipatory prior art references 

(identified above), the knowledge of a person having ordinary skill in the art, and/or other prior art 

renders the Asserted Claims invalid as obvious under 35 U.S.C. § 103: 

b. Additional Prior Art Publications That Render Obvious the 
Asserted Claims of the ’128 Patent 

Title Date of 
Publication 

Author/Publisher Short Cite 

RETSINA System 1994-1997 Carnegie Mellon 
University 

“RETSINA 
System” 

Distributed Intelligent Agents December 
1996 

Katia Sycara, et al. “Sycara 2” 

Middle-Agents for the Internet 199714 Keith Decker, et al. “Decker 3” 
Designing a Multi-Agent 
Portfolio Management System 

199715 Keith Decker, et al. “Decker 4” 

Matchmaking and Brokering 199616 Keith Decker, et al. “Decker 5” 
Unified Information and 
Control Flow in Hierarchical 
Task Networks 

199617 Mike Williamson, et 
al. 

“Williamson” 

                                                 
14 Upon information and belief, this paper was presented in the Proceedings of the Fifteenth 

International Joint Conference on Artificial Intelligence in 1997 and is available at 
http://citeseerx.ist.psu.edu/viewdoc/download?doi=10.1.1.421.8870&rep=rep1&type=pdf. 

15 Upon information and belief, this paper was presented in the Proceedings of AAAI-96 and is 
available at https://www.aaai.org/Papers/Workshops/1996/WS-96-06/WS96-06-004.pdf. 

16 Upon information and belief, this paper was published in 1996 and is available at 
https://www.cs.cmu.edu/~softagents/papers/icmas96-matchbroker.pdf. 

17 Upon information and belief, this paper was presented in the Proceedings of the AAAI-96 
Workshop on Theories of Planning, Action, and Control in 1996 and is available at 
https://www.cs.cmu.edu/~softagents/papers/provisions.pdf. 
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Title Date of 
Publication 

Author/Publisher Short Cite 

Executing Decision-theoretic 
Plans in Multi-agent 
Environments 

199618 Mike Williamson, et 
al. 

“Williamson 2” 

Specification of the KQML 
Agent-Communication 
Language 

199319 Tim Finin, et al. “KQML 1993” 

A Proposal for a new KQML 
Specification 

199720 Yannis Labrou, et al. “KQML 1997” 

 
c. Additional Prior Art Systems/Services That Render Obvious 

the Asserted Claims of the ’128 Patent 

System/Service Relevant Dates Persons/Entities 
Involved in Prior Use, 
Sale, and/or Offers for 

Sale 

Short Cite 

RETSINA System 1994-1997 Carnegie Mellon 
University designed, 
developed, used, 
advertised, published, 
and also offered for sale 
and/or sold to its 
customers this system as 
evidenced at least by the 
documents identified 
herein. 

RETSINA System 

 

d. Motivation for Combining Identified Combinations of Prior 
Art 

The combinations of references provided in the accompanying prior art reference charts in 

Exhibits B-23 and B-26, in combination with the claim chart of Exhibit B-X from the Preliminary 

Invalidity Contentions are exemplary and are not intended to be exhaustive.  Amazon incorporates 

                                                 
18 Upon information and belief, this paper was presented in the Proceedings of the AAAI-96 

Workshop on Theories of Planning, Action, and Control in 1996 and is available at 
https://www.aaai.org/Papers/Symposia/Fall/1996/FS-96-01/FS96-01-026.pdf. 

19 Upon information and belief, this KQML specification was published in 1993 and is available 
at https://www.csee.umbc.edu/csee/research/kqml/papers/kqmlspec.pdf. 

20 Upon information and belief, this KQML specification was published in 1997 and is available 
at https://www.csee.umbc.edu/csee/research/kqml/papers/kqml97.pdf. 
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by reference the reservation of rights, legal standard, and motivation to combine set forth in Section 

II.A.3.e. of the Preliminary Invalidity Contentions, as though fully set forth herein.  The 

motivations to combine such references identified in Section II.A.3.e of the Preliminary Invalidity 

Contentions are equally applicable to the prior art identified above, and are incorporated by 

reference as though fully set forth herein.  In particular, RETSINA system, Sycara 2, Decker 3, 

Decker 4, Decker 5, Williamson, Williamson 2, KQML 93, and KQML 97 are references related 

to the KQML and KIF software agent architecture (referred to as “KQML/KIF Prior Art” in the 

Preliminary Invalidity Contentions). 

C. THE ’560 PATENT 

1. IDENTIFICATION ON CLAIM-BY-CLAIM BASES OF 
INVALIDITY 

Amazon identifies, on a claim-by-claim basis, their contention of whether each asserted 

claim of the Asserted Patents is invalidated under 35 U.S.C. § 102 and/or 103. 

Patent Claim Identification of invalidity 
’560 Patent 1 This claim is invalid under 35 U.S.C. § 102 and/or §103. 

20 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
22 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
26 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
28 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
29 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
34 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
45 This claim is invalid under 35 U.S.C. § 102 and/or §103. 
50 This claim is invalid under 35 U.S.C. § 102 and/or §103. 

 
2. IDENTIFICATION OF ANTICIPATING PRIOR ART 

Prior art references anticipating one or more of the Asserted Claims are listed in the tables 

below.  The attached claim chart in Exhibit C-26 demonstrates where each limitation of the 

anticipated claims is found in certain of the references listed below, either expressly or inherently 

in the larger context of the passage, or inherently as the reference as a whole is understood by a 
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person having ordinary skill in the art.  The following patents and publications are prior art under 

at least 35 U.S.C. §§ 102(a), (b), or (e). 

a. Prior Art Publications That Anticipate the Asserted Claims of 
the ’560 Patent  

Title Date of 
Publication 

Author/Publisher Short Cite 

RETSINA System21 1994-1997 Carnegie Mellon 
University 

“RETSINA 
System” 

Distributed Intelligent Agents December 
199622 

Katia Sycara, et al. “Sycara 2” 

 
b. Prior Art Systems/Services That Anticipate the Asserted 

Claims of the ’560 Patent  

System/Service Relevant Dates Persons/Entities 
Involved in Prior Use, 
Sale, and/or Offers for 

Sale 

Short Cite 

RETSINA System 1994-1997 Carnegie Mellon 
University designed, 
developed, used, 
advertised, published, 
and also offered for sale 

RETSINA System 

                                                 
21 Upon information and belief, the public disclosures and demonstrations of the RETSINA 

System and various implementations of the RETSINA System between the years 1994-1997 
includes, but is not limited to: (1) Katia Sycara et al., “Distributed Intelligent Agents” 
(December 1996), available at https://www.cs.cmu.edu/~softagents/papers/ieee-
agents96.pdf; (2) Katia Sycara et al., “Coordination of Multiple Intelligent Software 
Agents,” (1995), available at https://www.cs.cmu.edu/~softagents/papers/ijcis-pleiades.pdf; 
(3) Keith Decker et al., “Middle-Agents for the Internet” (1997), available at 
http://www.cs.cmu.edu/~softagents/papers/ijcai97-final.pdf; (4) Mike Williamson, et al., 
“Unified Information and Control Flow in Hierarchical Task Networks” (1996), available at 
https://www.cs.cmu.edu/~softagents/papers/provisions.pdf; (5) Mike Williamson et al., 
“Executing Decision-theoretic Plans in Multi-agent Environments” (1996), available at 
https://www.aaai.org/Papers/Symposia/Fall/1996/FS-96-01/FS96-01-026.pdf; and (6) the 
RETSINA publications identified in Exhibits A-22, B-22, C-22 and D of Defendant’s 
Preliminary Infringement Contentions.  Additionally, the RETSINA demonstrations 
produced together with these Second Supplemental Invalidity contentions further 
demonstrate the and public availability of the RETSINA system. 

22 Upon information and belief, this paper was published in IEEE Intelligent Systems, volume 
11, no. 6, pp. 36-46 in December 1996 and is publicly available on Carnegie Mellon 
University’s website (available at https://www.cs.cmu.edu/~softagents/papers/ieee-
agents96.pdf). 
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System/Service Relevant Dates Persons/Entities 
Involved in Prior Use, 
Sale, and/or Offers for 

Sale 

Short Cite 

and/or sold to its 
customers this system as 
evidenced at least by the 
documents identified 
herein. 

 

3. IDENTIFICATION OF INVALIDITY DUE TO OBVIOUSNESS 

a. Obviousness Combinations 

The attached claim charts in Exhibits C-23 and C-26, in combination with the claim chart 

of Exhibit C-X from the Preliminary Invalidity Contentions demonstrate that each prior art 

reference disclosed in the preceding sections, either alone or in combination with other prior art, 

or in combination with the knowledge of one skilled in the art, also renders the Asserted Claims 

invalid as obvious.  Furthermore, Amazon identifies at least the following additional prior art 

references that either alone or in combination with any of the anticipatory prior art references 

(identified above), the knowledge of a person having ordinary skill in the art, and/or other prior art 

renders the Asserted Claims invalid as obvious under 35 U.S.C. § 103: 

b. Additional Prior Art Publications That Render Obvious the 
Asserted Claims of the ’560 Patent 

Title Date of 
Publication 

Author/Publisher Short Cite 

RETSINA System 1994-1997 Carnegie Mellon 
University 

“RETSINA 
System” 

Distributed Intelligent Agents December 
1996 

Katia Sycara, et al. “Sycara 2” 

Middle-Agents for the Internet 199723 Keith Decker, et al. “Decker 3” 

                                                 
23 Upon information and belief, this paper was presented in the Proceedings of the Fifteenth 

International Joint Conference on Artificial Intelligence in 1997 and is available at 
http://citeseerx.ist.psu.edu/viewdoc/download?doi=10.1.1.421.8870&rep=rep1&type=pdf. 
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Title Date of 
Publication 

Author/Publisher Short Cite 

Designing a Multi-Agent 
Portfolio Management System 

199724 Keith Decker, et al. “Decker 4” 

Matchmaking and Brokering 199625 Keith Decker, et al. “Decker 5” 
Unified Information and 
Control Flow in Hierarchical 
Task Networks 

199626 Mike Williamson, et 
al. 

“Williamson” 

Executing Decision-theoretic 
Plans in Multi-agent 
Environments 

199627 Mike Williamson, et 
al. 

“Williamson 2” 

Specification of the KQML 
Agent-Communication 
Language 

199328 Tim Finin, et al. “KQML 1993” 

A Proposal for a new KQML 
Specification 

199729 Yannis Labrou, et al. “KQML 1997” 

 
c. Additional Prior Art Systems/Services That Render Obvious 

the Asserted Claims of the ’560 Patent 

System/Service Relevant Dates Persons/Entities 
Involved in Prior Use, 
Sale, and/or Offers for 

Sale 

Short Cite 

RETSINA System 1994-1997 Carnegie Mellon 
University designed, 
developed, used, 
advertised, published, 
and also offered for sale 
and/or sold to its 
customers this system as 

RETSINA System 

                                                 
24 Upon information and belief, this paper was presented in the Proceedings of AAAI-96 and is 

available at https://www.aaai.org/Papers/Workshops/1996/WS-96-06/WS96-06-004.pdf. 
25 Upon information and belief, this paper was published in 1996 and is available at 

https://www.cs.cmu.edu/~softagents/papers/icmas96-matchbroker.pdf. 
26 Upon information and belief, this paper was presented in the Proceedings of the AAAI-96 

Workshop on Theories of Planning, Action, and Control in 1996 and is available at 
https://www.cs.cmu.edu/~softagents/papers/provisions.pdf. 

27 Upon information and belief, this paper was presented in the Proceedings of the AAAI-96 
Workshop on Theories of Planning, Action, and Control in 1996 and is available at 
https://www.aaai.org/Papers/Symposia/Fall/1996/FS-96-01/FS96-01-026.pdf. 

28 Upon information and belief, this KQML specification was published in 1993 and is available 
at https://www.csee.umbc.edu/csee/research/kqml/papers/kqmlspec.pdf. 

29 Upon information and belief, this KQML specification was published in 1997 and is available 
at https://www.csee.umbc.edu/csee/research/kqml/papers/kqml97.pdf. 
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System/Service Relevant Dates Persons/Entities 
Involved in Prior Use, 
Sale, and/or Offers for 

Sale 

Short Cite 

evidenced at least by the 
documents identified 
herein. 

 

d. Motivation for Combining Identified Combinations of Prior 
Art 

The combinations of references provided in the accompanying prior art reference charts in 

Exhibits C-23 and C-26, in combination with the claim chart of Exhibit C-X from the Preliminary 

Invalidity Contentions are exemplary and are not intended to be exhaustive.  Amazon incorporates 

by reference the reservation of rights, legal standard, and motivation to combine set forth in Section 

II.A.3.e. of the Preliminary Invalidity Contentions, as though fully set forth herein.  The 

motivations to combine such references identified in Section II.A.3.e of the Preliminary Invalidity 

Contentions are equally applicable to the prior art identified above, and are incorporated by 

reference as though fully set forth herein.  In particular, RETSINA system, Sycara 2, Decker 3, 

Decker 4, Decker 5, Williamson, Williamson 2, KQML 93, and KQML 97 are references related 

to the KQML and KIF software agent architecture (referred to as “KQML/KIF Prior Art” in the 

Preliminary Invalidity Contentions). 

 
III. INVALIDITY CHARTS 

Invalidity charts for each item of prior art are attached to these contentions as Exhibits A–

C.  These invalidity charts identify where specifically in each alleged item of prior art each element 

of each Asserted Claim is found.  While each element of each Asserted Claim is found in each item 

of prior art in multiple locations, the attached charts provide examples of citations sufficient to 

identify at least one such location where each claim limitation is found in each item of prior art.  
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Each item of prior art, however, discloses each claim limitation as a whole and specific citations 

are only exemplary.  Accordingly, Amazon and its expert(s) may rely on uncited portions of the 

prior art references as the citations must be interpreted in light of the entire disclosure of each 

reference.   

In addition, because persons of skill in the art generally would appreciate an item of prior 

art in the context of other publications, literature, products, and understanding, Amazon and its 

expert(s) may rely on other publications and expert testimony as aids in understanding and 

interpreting the cited portions, for providing context to the cited portions, and as additional 

evidence that the prior art discloses a claimed feature.  Amazon may establish what was known to 

a person having ordinary skill in the art through other publications, products, and/or testimony, 

and reserve their right to rely on cited and uncited portions of the prior art references, other 

publications, and/or testimony to establish that a person of skill in the art would have been 

motivated to combine the references rendering the claims obvious. 

Amazon may modify, amend, and/or change its interpretation of the prior art as 

constructions of the claim limitations may be provided by the Court, based on additional analysis 

by Amazon’s expert(s), and/or based on other circumstances that may affect the meaning or 

application of the claims. 

The references discussed in the claim charts in Exhibits A–C, or elsewhere identified, may 

disclose the elements of the Asserted Claims explicitly and/or inherently, and/or they may be relied 

upon to show the state of the art in the relevant timeframe.  The suggested obviousness 

combinations are provided in the alternative to Amazon’s anticipation contentions and are not to 

be construed to suggest that any reference included in the combinations is not itself anticipatory. 
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IV. ADDITIONAL PRIOR ART 

In addition to the prior art references charted, Exhibit D identifies additional prior art 

references that disclose or describe the general state of the art and knowledge of one skilled in the 

art at the time of the purported inventions and the filings of the Asserted Patents.  These references 

may be used to show the state of the art and/or may be used as supporting references in an 

obviousness combination depending on how the Asserted Claims are ultimately construed by the 

Court.  Exhibit E is incorporated here by reference from the First Supplemental Invalidity 

Contentions.     

Amazon also incorporates here by reference, whether or not cited in Exhibit D, all prior art 

cited in the Asserted Patents and all prior art cited in the prosecution histories of the Asserted 

Patents, reexaminations, inter partes or covered business method patent review proceedings, and 

any foreign counterparts. 

V. DOCUMENT PRODUCTION 

Amazon has produced a copy of each asserted prior art reference identified herein that is 

not in the file histories of the Asserted Patents or that has not already been disclosed. 
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